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PART I 


THE EFFECT OF PATENT EXPIRATION ON TRADE-MARK RIGHTS* 
By Abraham S. Greenberg{ 


OUTLINE 


DECISIONS OF THE U. S. SuPREME Court. 
(To be continued) 

II. DeEcrtstons oF THE FEDERAL District Courts AND Circuit Courts or APPEALS. 

III. Decisions oF THE STATE Courts. 

IV. Ex parte DECISIONS OF THE PATENT OFFICE. 

V.  INTER-PARTES DECISIONS OF THE PATENT OFFICE. 
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The owner of a patent covering a product, machine or process identified by a 
unique trade-mark often has his counsel toil and ponder over questions such as these: 





1. Is there any thing I, as a trade-mark owner, can do to prevent a trade-mark from 
becoming part of the public terminology after expiration of my patent right? 

2. Is there any relation between the scope of the claims of my patent and the trade-mark? 

3. Is there any relation between the class of the patent (1.e., whether a process, machine 
or product) and the trade-mark? 

4. Must my trade-mark have become accepted as merely descriptive or generic by the 
public ? 

5. Suppose my trade-mark existed prior to the grant of my patent, how will the expira- 
tion of the patent affect my trade-mark? 

6. Can my competitors freely use my trade-mark after expiration of my patent, assuming 
it has been declared generic, without any requirement to distinguish to prevent unfair 
competition ? 

7. Does the U. S. Patent Office follow the Singer doctrine in its consideration of ex parte 
registration matters, as well as inter partes oppositions and cancellations? 

8. How about the State courts; do they apply the Singer doctrine to cases coming 
before them? 

9. Is the Singer doctrine applied as strictly in these days as was the rule after 1896? 































































This writer does not pretend to be able to answer these questions to the satis- 
faction of all. He does feel, however, that a study of the specific decisions of the 
various tribunals before whom these questions have been argued, will be of utility 
in shaping a proper mental attitude towards the questions. 

The classic rule was, of course, set forth in categorical terms by the U. S. Supreme 
Court in Singer v. June, at the close of the 19th century, in these words: 




















It equally follows from the cessation of the monopoly and the falling of the patented 
device into the domain of things public that along with the public ownership of the device 
there must also necessarily pass to the public the generic designation of the thing which 
has arisen during the monopoly. 














* Reprinted by permission from the Journal of the Patent Office Society, August, 1943. 
+ Patent Department, Radio Corporation of America. 
1. 163 U.S. 169. 
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This statement has been rephrased by Nims?’ to state: 


The rule governing the use of the names of patented articles as trade-marks is merely 
an application of the general rule as to descriptive or generic words. 


The rules of law pertinent to the rights in such a mark have been the bases of 
several discussions and analyses.* 

A most searching study of the recent Shredded Wheat case by W. J. Derenberg,* 
an analysis and commentary that should be carefully read by trade-mark students, 
has this to say concerning the subject under consideration : 

.... it is a question of fact in each case whether a valid trade-mark right had ever existed, 


and if it did, whether it had been lost even before the patent expired or, conversely, may 
have survived the expiration of the patent. 


Before considering the various decisions presented in this paper, it is empha- 
sized that the substantive law of trade-marks is part and parcel of the comprehensive 
law of unfair competition. Proper classification of specific trade-mark cases is 
best accomplished after broad principles are understood. A basic rule of the law 
of unfair competition is that a trader may not appropriate to his exclusive use any 
mark which is already in the public domain and, therefore, may be used by any 
competitor. Accordingly, geographic names, purely descriptive words and other 
designations in the public or common domain cannot be exclusively appropriated. 

The “secondary meaning” doctrine developed as an exception, and a highly 
important one, to the basic rule. Specific cases showed that geographic or other- 
wise descriptive terms had become completely identified with a particular trader 
and his activities and products. Hence, it was only equitable to rule that the 
originally-barred term might become a true trade-mark. The usual relief in such 
cases, however, has been to require the trespasser to accompany his use of the 
bare mark with satisfactory distinguishing characteristics thereby to prevent con- 
fusion as to origin. In the following analysis it will be seen that these broad prin- 
ciples are repeatedly applied.** It is interesting to note that they are more or less 
imported into the proposed Trade-Mark Act, the so-called Lanham Bill.° 

This proposed Trade-Mark Act is concerned with rights created by federal 
registration. The basic common law of unfair competition is unaltered by the new 
law. Hence, the decisions of the various courts on the above questions pro- 
pounded to the hypothetical counsel would still be highly pertinent. 


2. Nims “Unfair Competition and Trade-Marks,” 3d Edition, p. 545. 

3. Bulletin of U. S. Trade-Mark Association, October, 1936, p. 283; November, 1937, p. 329, 
5 George Washington Law Review 224, January, 1937; 30 Columbia Law Review 168, 1930. 

4. Bulletin of U. S. Trade-Mark Association, February, 1939, p. 33. 

4. “We approach the case at bar, then, having in mind the basic common law policy of 
encouraging competition, and the fact that the protection of monopolies in names is but a secondary 
PO uy policy.” Justice Frank in Eastern Wine v. Winslow-Warren, C. C. A.-2, 57 U. S. 
P. Q. 437. 

5. H. R. 82 of 78th Congress; see “Hearings before the committee on Patents ... . on 
H. R. 82” Sec. 33(b) (4); also, definition of “abandoned” Sec. 45(b). See pages 33, 34 of 
“Hearings” for discussion of constructive abandonment under latter definition: “When any 
course of conduct of the registrant . . . . causes the mark to lose its significance as an indication 
of origin.” See, also, Sec. 2f permitting registration of descriptive mark by proof of exclusive 
and continuous use for five years prior to application. Compare to registrations secured under 
10-year clause of Act of 1905 of trade-marks of articles which had been covered by expired 
patents; see cases in Sec. 4 of this paper. 
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These decisions are grouped in the following categories : 


. Decisions of the U. S. Supreme Court. 


1 

2. Decisions of the District Courts and Circuit Courts of Appeals. 
3. Decisions of the State Courts. 
4 


. Decisions arising from Patent Office proceedings. 
A—Ex parte cases. 
B—Inter partes cases. 


While the Singer case established the doctrine to the effect that the name of a 
patented articles becomes publici juris with the patent expiration as a matter of 
law, the decisions that preceded the case are of historical and academic interest. 
It is for this reason that in each category of cases considered below there is pre- 
sented a sketchy outline of the decisions which antedated the Singer case. 


I—Decisions of the U. S. Supreme Court 


Singer Mfg. Co. v. June Mfg. Co............. 163 U. S. 169; 1896 C. D. 687. 


Salar Bere: GO BOs soo vk becencedaniedi 163 U. S. 205; 1896 C. D. 711. 

The Holzapfel’s, et al. v. The Rahtzen, et al.....183 U. S. 1; 1901 C. D. 500. 

G. & C. Merriam Co. v. Syndicate, et al........ 237 U. S. 618; 35 Sup. Ct. Rep. 708; [5 T.-M. 
Rep. 262 1915]. 


Kellogg Co. v. National Biscuit Co........... 305 U. S. 111, 59 Sup. Ct. Rep. 109; 1938. 





Prior to its consideration of the Singer v. June case, the Supreme Court had 
on at least two occasions considered trade-names which had been used on products 
formerly covered by patents. For example, in 1888 it was called upon to decide 
which of two firms had the exclusive right to the expression “Goodyear Rubber’ 
in its firm name. While it appeared that the prior firm had been a licensee under 
the Goodyear patents, the court decided that neither firm had any exclusive claim. 
There was no specific reference to the relation between the expiration of the 
Goodyear patents and the status of the name “Goodyear Rubber.” Rather it was 


the descriptive and generic aspect of the name which was the basis of the holding, 
the court stating : 


But the name of “Goodyear Rubber Company” is not one capable of exclusive 
appropriation. “Goodyear Rubber” are terms properly descriptive of well-known classes 
of goods produced by the process known as “Goodyear’s Invention.” 


Some five years later in 1893 there was presented to the court a controversy 
involving the label of a sewing-thread spool." One of the points at issue involved 
an embossed number of the spool-thread on the wood of the spool-head around 
the paper label. Presumably the plaintiff had owned a design patent on the feature ; 
the defendant claimed that it had a right to use the design upon the expiration of 
the patent. In its decision the court deliberately avoided the question that was 
to come up before it in the Singer case, for it stated: 


Without deciding whether if the embossed periphery had contained a word which 
was capable of being appropriated as a trade-mark, defendants could have appropriated 


6. Goodyear’s Rubber Mfg. Co. v. Goodyear Rubber Co., 9 Sup. Ct. Rep. 166, 128 U. S. 598. 
7. Coats et al. v. Merrick Thread, 13 Sup. Ct. Rep. 966, 149 U. S. 562. 
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the same upon the expiration of their patent, it is clear that no such monopoly could 
be claimed of mere numerals .... The patent being, not simply for the embossed number, 
but for embossing the same upon the periphery of the spool-head, defendants were entitled, 
upon the expiration of such patent, to use them for a like purpose... . we think they 
have taken all the precautions which they were bound to take to prevent a fraudulent 
imposition of their thread upon the public... . 


Before consideration of Singer v. June, it should be remembered that there was 
considerable case law established in the federal courts on the question involving 
the effect of patent expiration on trade-mark rights.® 

The Singer Manufacturing Company accused the defendant, June Manufac- 
turing Co., of infringing its trade-mark “Singer” as applied to sewing machines. 
The defendant did not deny using the name “Singer.” However, it defended its 
use on the ground that “Singer” had become the generic name of sewing machines 
constructed on principles protected by patents held by Singer, by license or other- 
wise, and long since expired. The evidence showed that the manufacture of Singer 
sewing machines was commenced in 1850 by J. M. Singer & Co. The business 
expanded rapidly, because it was well protected by basic patent rights. 

A brief survey of the patent situation will be interesting. Singer was licensed 
under the basic Howe patent which, until its expiration in 1867, covered the use 
of an eye-pointed needle in combination with a shuttle and automatic feed. The 
company further owned a basic patent (Bachelder) until 1877 which covered the 


principle of a continuous feed. It, also, owned rights in a Wilson patent for a 
feeding bar. Nearly 100 other patents relating to sewing machine mechanisms 
and attachments were owned or controlled by the Singer organization. All the 
patented inventions owned or controlled by the Singer Company were not all used 


8. See, for example, Filley v. Child, S. D. N. Y.-1879 C. D. 516; 16 O. G. 261, wherein the 
trade-mark “Charter Oak” had been used on a patent stove. After expiration of the patent the 
defendant insisted that he had a right to sell the stoves under that particular name. Actually, 
the decision was based on acquiescence by the plaintiff in defendant’s use of the trade-mark 
during the entire life of the patent. Singer v. Stannage, 6 Fed. 279, 1881, and Singer v. Riley, 
11 Fed. 706, 1882, both held that the name “Singer” had become public property on the expiration 
of the basic patents on the Singer Sewing Machine. Wilcox and Gibbs, et al. v. Frame, S. D. 
N. Y.-1883 C. D. 409, 24 O. G. 1272, held that the owner of mechanical and design patents on 
the unique shape of the frame of a sewing machine could not assert any trade-mark rights to 
such unique appearance after the expiration of the patents, since calling the frame shape a trade- 
mark would continue the monopoly indefinitely, when under the law the monopoly had actually 
expired. Lorillard, et al. v. Pride, N. D. Ill.-1886 C. D. 386, 36 O. G. 1150, involved a situation 
where the patent owner sought to secure exclusive right to the words “Tin Tag” applied to a 
plug tobacco carrying a tin tag. The plaintiff never actually used the words “tin tag,” and it was 
held that expiration of the patent opened up to the public the right to use the tin tag itself, 
and in addition the words “tin tag” were actually given to the patented article by the public 
during the life of the patent. Gally v. Colt’s, et al., 1887 C. D. 560, 41 O. G. 560, held that the 
name “Universal” used on a patented press was open to any manufacturer after expiration of the 
patents. In this case it appeared that different manufacturers made the press for the patentee 
or his licensees, and the name “Universal” was stamped on each press as well as the name of the 
manufacturer. That the doctrine was considered applicable to copyrighted books was developed 
in the group of G. & C. Merriam cases, 43 Fed. 450; 47 Fed. 411, 49 Fed. 944. In this group 
of early cases, it was held that the name “Webster’s Dictionary” became public property with 
the expiration of the copyright on the “Unabridged” 1847 Edition. See, also, Brill v. Singer 
SF Ola) O. G. 127; Singer v. Larsen, 8 Bliss 151 (1878) ; Fairbanks v. Jacobus, 14 Blatchf. 

Reference is also made to the Sections 3 and 4A of this paper for State Court and ex parte 
Office Decisions rendered prior to the Singer decision. 
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on every type of Singer machine. However, all Singer machines contained some 
features of some of these inventions which to some extent distinguished them from 
machines made by others of a similar class. 

It appeared that some of the machines made by the Singer Company before 
the expiration of the Bachelder patent, and certain others, were sporadically marked 
“Singer” unaccompanied by the corporate name. Upon the expiration of the 
Bachelder patent in 1876 the monopoly it had created ended. Prices of Singer 
machines were very materially reduced. Competitors sprang into existence. 
These quite determinedly insisted on calling their machines Singer sewing machines. 
In 1879 the company devised a unique trade-mark in order to emphasize the 
machines made by it. However, it did appear that in the development of its world- 
wide business the Singer Company constantly advertised its machines as “Singers” ; 
its agents referred to them by the same name; indeed, its references everywhere 
were to Singer sewing machines. 

The defendant copied the form and shape of the most popular Singer house- 
hold machine, used the name “Improved Singer,” and completely failed to identify 
itself as the manufacturer. Indeed, the defendant employed several artifices to 
simulate the machines manufactured, and sold by the Singer Company. 

The Court below® found for the defendant in all respects. Justice White wrote 
the opinion for the Supreme Court. The opinion was a lengthly one, and analyzed 
the evidence and economic aspects in detail. Further, the American, British and 
French law on the questions involved were carefuly reviewed. Since this deci- 
sion is the classic and leading case on this question of law, quotation therefrom is 
liberally made. Justice White first reasoned that the Singer sewing machines were 
so, in whole or in part, protected by patents as to cause the name “Singer” to 
become, during the patent monopoly, the generic designation of such machines. 

It cannot be denied that the Singer machines were covered by patents, some of which 
were fundamental, some merely accessory. There can also be no doubt that the necessary 

result of the existence of these patents was to give the Singer machines, as a whole, a 

distinctive character and form which caused them to be known as Singer machines, as 

deviating and separable from the form and character of machines made by other manu- 
facturers. This conclusion is not shaken by the contention that as many different machines 
were made by the Singer Manufacturing Company, therefore it was impossible for the 
name “Singer” to describe them all, because the same designation could not possibly 
have indicated many different and distinct things. The fallacy in the argument lies in 
failing to distinguish between genus and species. To say that various types of sewing 
machines were made by the Singer Manufacturing Company in no way meets the view, 
borne out by the testimony, that all machines were made by the Singer Manufacturing 

Company in no way caused them all to be embraced under the generic head of “Singer,” 

and to be protected in some respects by the patents held by the company. From this 


fact, it resulted that during the life of the patents, none of the machines as a whole were 
open to public competition ... . 


.... It may be assumed that the proof establishes that for certain classes of the general 
type of Singer machines, that is, the species used only for particular and exceptional 
manufacturing purposes, in addition of some other word or description to the generic 
name “Singer” was necessary to completely convey a perfect indication of the machine 
referred to, that is, Singer “carpet-machine,” Singer “leather-machine,” etc. But this 






9. 41 Fed. 208, 1890 C. D. 395. 
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fact does not counterbalance the conclusive proof that, as a whole, the Singer machines 
represented a general class, and were known to the public under that comprehensive name 
and no other. Indeed, any probative force which might result from the fact that, as to 
a particular class of Singer machines, some additional word may have been essential 
to a perfect designation bears no relation to the variety of the machine which the defendant 
is averred to have unlawfully imitated. That machine known as the “New Family,” 
intended for general domestic purposes, constituted the larger part of the enormous out- 
put of the Singer companies. It was of a uniform type and had no other possible desig- 
nation, in the mind of the general public, other than the word “Singer.” The foregoing 
views find conclusive support from the unquestioned fact that upon the expiration of the 
patents held by the Singer. Company the price of the machines, made by that company, 
fell enormously in amount. Thus, to adopt the theory advanced by the complainant we 
should have to deny the inevitable law of cause and effect... . 

.... The omission of the name, indicating the origin of manufacture and the substitution 
of the word “Singer” just before the expiration of the patents, suggest a coincident 
relation of purpose which is not explained by any testimony in the record. This coin- 
cidence between the expiration of the patents and the appearance of the trade-mark on 
the machines and the use of the word “Singer” alone tends to create a strong implication 
that the company, with the knowledge that the patents, which covered their machines, 
were about to expire substituted the trade-mark for the plain designation of the source 
of manufacture theretofore continuously used and added the word “Singer,” which had 
become the designation by which the public knew the machine, as a distinctive and 
separate mark, in order thereby to retain in the possession of the company the real fruits 
of the monopoly when that monopoly had passed away... . 


However, there was another interest to consider. It was necessary to regulate 


the decision so as to make it accord with the private property of others. There 
was a balancing interest of public policy to consider. Phrased in the language of 
the opinion : 


But it does not follow, as a consequence of a dedication that the general power, vested 
in the public, to make the machine and use the name imports that there is no duty imposed, 
on the one using it, to adopt such precautions as will protect the property of others 
and prevent injury to the public interest, if by doing so no substantial restriction is 
imposed on the right of freedom of use... 

.... To say that a person who has manufactured machines under a patented monopoly 
can acquire no good-will, by the excellence of his work, or the development of his busi- 
ness, during the patent, would be to seriously ignore rights of private property, and 
would be against public policy, since it would deprive the one enjoying the patent of all 
incentive to make a machine of a good quality, because at its termination all the reputation 
or good-will resulting from meritorious work would be subject to appropriation by every 
one. On the other hand, to compel the one who uses the name after the expiration of 
the patent, to indicate that the articles are made by himself, in no way impairs the 
right of use, but simply regulates and prevents wrong to individuals and injury to the 
public. 

The entire rule of the Singer case may be summed up in the following passage 

of the opinion.” 


10. The actual decree of the Court was a limited one in favor of the Singer Company and 
stated: “It follows that the decree below must be reversed and the cause be remanded, with 
directions to enter a decree in favor of complainant, with costs, perpetually enjoining the 
defendants, its agents, servants and representatives, first, from using the word ‘Singer’ or any 
equivalent thereto, in advertisements in relation to sewing-machines, without clearly and unmis- 
takably stating in all said advertisements that the machines are made by the defendant, as 
distinguished from the sewing-machines made by the Singer Manufacturing Company; second, 
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The result, then, of the American, the English and the French doctrine universally 
upheld is this, that where, during the life of a monopoly created by a patent, a name, 
whether it be arbitrary or be that of the inventor, has become, by his consent, either 
express or tacit, the identifying and generic name of the thing patented, this name passes 
to the public with the cessation of the monopoly which the patent created. Where another 
avails himself of this public dedication to make the machine and use of the generic desig- 
nation, he can do so in all forms, with the fullest liberty, by affixing such name to the 
machines, by referring to it in advertisements and by other means, subject, however, 
to the condition that the name must be so used as not to deprive others of their rights or 
to deceive the public, and, therefore, that the name must be accompanied with such indica- 
tions that the thing manufactured is the work of the one making it, as will unmistakably 
inform the public of that fact. 


The Singer v. Bent decision followed the legal principles of the companion 
case. The defendant Bent pleaded that it did not use the name “Singer” at all, 
but employed words and marks that were not illegal imitations. The plea was 
disregarded, it being held that, while Bent had the legal right to use the name 
“Singer” or words or letters equivalent thereto, he had not made an honest dis- 
closure of manufacture. 


In the half century that has passed since the rule of law established in the 
Singer case, there has been no indication that the doctrine there established should 
be altered. The Holzapfel, Merriam and Kellogg decisions were rendered in 
1901, 1915 and 1938, respectively. In no one of them has any doubt been cast 
upon the Singer doctrine.” 


In the first of these post-Singer cases, the Holzapfel case, there was posed 
the problem to the Supreme Court whether the doctrine of the Singer decision could 
be applied to a trade-mark which had been used on a product covered by a foreign 
patent. The trade-mark in issue was “Rahtjen’s Composition”; the product on 
which the mark was used was a certain kind of paint for protection of ship’s 
bottoms. A British patent existed on the product from 1873 to 1880.% 

The Supreme Court ruled that when the patent expired the Rahtjens had no 
right to retain the exclusive use of the only name which described the composition. 


As to any right that may have accrued due to the use prior to patenting, the 
Court had this to say: 


also perpetually enjoining the defendant from marking upon sewing-machines or upon any 
place or device connected therewith or attached thereto the word ‘Singer,’ or words or letters 
equivalent thereto, without clearly and unmistakably specifying in connection therewith that 
such machines are the product of the defendant or other manufacturer and, therefore, not the 
product of the Singer Manufacturing Company. And the decree so to be entered must also 
contain a direction for an accounting by the defendant as to any profits which may have been 
realized by it, because of the wrongful acts by it committed. And it is so ordered.” 

11. It will be seen in the following sections, however, that various qualifications and dis- 
tinctions have developed in different tribunals. The basic rule has not been altered. 

12. Some believe that the Supreme Court should reverse itself, and accept as a modern 
theory that the trade-mark right is not lost upon the expiration of the patent. W. J. Derenberg, 
34 T.-M. Bull. 38, February, 1939. 

13. It appeared that prior to 1873 the paint was manufactured in Germany, without patent 
protection by the Rahtjens and shipped to the U. S. A. under the mark. Until 1878 this same 
— was followed. After the British patent expired, the Holzapfel firm began to use the 
mark. 


_ 14. The Court appears to have deemed the pre-patent use of the mark as not a valid one, 
since it included the word “patent” in it. 
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. . no such right could be claimed by virtue of a valid trade-mark antedating the 
patent, for there was none, assuming even that such fact, if it had existed, would have 
justified the claim to the exclusive use of the descriptive words after the patent had 
expired. 


An attempt was made to avoid the effect of the Singer case by virtue of the fact 
that the patent was foreign while the mark was domestic. The distinction was 
rejected ; the principle which prohibited the right to the exclusive use of a name 
descriptive of the article after the expiration of a patent covering its manufacture 
was held to apply to the facts of the case.” 

In the G. & C. Merriam case the doctrine of Singer v. June was held specifically 
applicable to the expiration of a copyright.” Long after the expiration (1889) of 
the copyright on the English language dictionaries bearing the name “Webster,” 
registrations of the latter as a trade-mark were secured under the Act of 1881 and 
under the ten-year clause of the Act of 1905. Suit was brought both on the ground 
of unfair competition, and on these registrations. The Court ruled that suit could 
not be based on the federal registrations under the Act of 1881 since they were not 


valid. The same logic employed in the Singer decision applied to the case before 
the Court: 


As the cases cited in the opinion in that case show, this doctrine (Singer) is no less 
applicable to the expiration of a copyright upon the termination of which there passes 
to the public the right to use the generic name by which the publication has been known 
during the existence of the exclusive right conferred by the copyright. 


The Court refused to rule on the question of unfair competition, since the 
right of appeal was limited to the Circuit Court of Appeals. Similarly, the validity 
of the registration under the Act of 1905 was held to be a question not within 
the appellate jurisdiction of the Supreme Court.” * 


15. The right to use the mark “Rahtjen’s Composition” was limited, as in Singer v. June, 
by the requirement that the product be plainly described as to its manufacture so as to avoid 
any possible deceit. 

16. Rights claimed by G. & C. Merriam Co. had been involved in much other litigation; 
Merriam v. Holloway, 43 F. 450; Merriam v. Famous, et al., 47 F. 411; Merriam v. Ogilvie, 
159 F. 638, C. C. A. 1 (1908) ; 170 F. 167, C. C. A. 6 (1909) ; Merriam v. Saalfield, 190 F. 927, 
C. C. A. 6 (1911) ; 198 F. 369, C. C. A. 6 (1912). In these later decisions relief was accorded 
the Merriam Co. on the application of the “secondary meaning” theory. In the 1912 decision 
Judge Denison stated: “ .... As to a word of which the proprietor has a monopoly by 
express grant, like the name of a copyrighted book, it may well be that the necessary public 
acquiescence can not begin to run until the name becomes free to the public; but, however 
that may be, when the acquiescence has been continued long enough and has been exclusive 
enough, the word comes to be indicative of origin through its thus acquired ‘secondary mean- 
ing’ .... Defendant may not use the word at all, unless he accompanies it with the explanation ; 
.... he must give the antidote with the bane . . . . this finding may well rest upon sufficiently 
exclusive use, with public acquiescence, from 1889, when the copyright expired, till 1904 when 
Ogilvie published... .” 

17. In Saalfield v. Merriam, 238 F. 1, C. C. A. 6 (1917), Judge Denison found nothing in 
this decision which was inconsistent with granting relief to Merriam Co. on the “secondary 
meaning” theory. 

18. The decisions below did not discuss the validity of the registrations under the Act 
of 1905. The District Court opinion (207 F. 515) pointed out that the defendant had adopted 
the form of source indication prescribed in the Ogilvie case (supra). See, also, the relatively 
recent case of Patten v. Superior Talking Picture, 8 F. S. 196, [24 T.-M. Rep. 550] (1934), 
emphasizing the need of adequate explanation even after copyright expiration. 


















EFFECT OF PATENT EXPIRATION 11 
We now come to a consideration of the most recent decision on this line of cases. 
In the Kellogg decision there was presented to the Supreme Court the question 
whether National Biscuit Company had the exclusive right to the trade-name 
“Shredded Wheat,” and the exclusive right to make shredded wheat biscuits pillow- 
shaped. The Kellogg Company challenged the plaintiff’s claims to these exclusive 
rights, and asserted that it had used every reasonable effort to distinguish its 
product from the plaintiff's. 

The plaintiff and its predecessors manufactured, widely advertised and sold the 
familiar pillow-shaped “Shredded Wheat Biscuit.” The biscuit was introduced 
by one Perky in 1893. Up to 1909 the design of each biscuit was protected by a 
design patent (14 years). The product itself was covered by a product patent 
which expired in 1912. Moreover, many other patents for special machinery 
designed to produce only the biscuits were granted to Perky. These patents expired 
soon after the basic patent expired in 1912. In addition to these facts, it appeared 
that in those patents the term “shredded” was repeatedly used as descriptive of the 
product. The biscuit itself is a product composed of whole wheat which has been 
boiled, partially dried, then drawn or pressed out into thin shreds and baked. 

For many years there was no attempt to use the term “Shredded Wheat” as a 
trade-mark. An attempt was made in 1905, by one of the plaintiff’s predecessors, 
to register the “Shredded Whole Wheat” under the ten-year clause of the Act of 
1905. Opposition to this application was sustained, and it was revealed during the 
course of the opposition that as early as 1894 the words “shredded whole wheat” 
had been used to describe shredded wheat.” 

Kellogg Company marketed a shredded wheat biscuit in intermittent periods 
from 1912 until 1932 when the initial action was brought against it. There was 
much litigation involving the “Shredded Wheat” trade-mark before the case reached 
the Supreme Court.” Justice Brandeis delivered the opinion of the Court. Hold- 
ing that “Shredded Wheat” was the generic term of the biscuit, and described it 
with a fair degree of accuracy, he concluded that Kellogg had the right to use the 
term by which the public had come to know the now unprotected product.” The 
Singer doctrine was then referred to in these words: 


19. Natural Food Company v. Williams, 30 App. D. C. 348. Registration was ultimately 
effected under the Act of 1920, which in itself acted as a form of admission that the words 
were incapable of acting as a technical trade-mark. 

20. In Shredded Wheat v. Humphrey Cornell, C. C. A. 2, (1918), 250 F. 960 [8 T.-M. 
Rep. 369], there was granted relief on the basis of “secondary meaning” acquired in the 
appearance of the biscuit. The latter were called “Whole Wheat” biscuits, and were packed 
in totally dissimilar cartons. The defendant was required to apply a distinguishing band or 
wrapper about each biscuit reaching a consumer outside the carton. In 1936, the Circuit Court 
of Appeals for the Third Circuit, 91 F. (2) 150, refused to grant any relief to plaintiff. 
However, after a hearing the Court finally reversed, 96 F. (2) 873, its previous holding, and 
declared “Shredded Wheat” a valid trade-mark. The Supreme Court at first refused to 
review the decision, 302 U. S. 733, 777. However, a second petition for certiorari, 304 U. S. 
586, was successful. Between the two petitions for certiorari the British Privy Council, 
55 R. P. C. 125, 271, declared the mark “Shredded Wheat” invalid. 

21. Justice Brandeis noted the registration under the Act of 1920, and commented that 
registration under it had no effect on the domestic common-law rights of the person whose 
mark is registered. The “Nu-Enamel” case (Armstrong v. Nu-Enamel, 59 Sup. Ct. Rep. 191), 
while involving registration under the 1920 Act, is to be distinguished on the specific finding of 
“secondary significance” for the mark. 
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Since during the life of the patents “Shredded Wheat” was the general designation 
of the patented product, there are passed to the public upon the expiration of the patent, 
not only the right to make the article as it was made during the patent period, but also 
the right to apply thereto the name by which it had become known. 


Justice Brandeis refused to apply the doctrine of “secondary meaning” to the 
facts of the case. He argued that the evidence showed only that, due to the long 
period in which the plaintiff and its predecessors were the only manufacturers of 
the product, many people had come to associate the product and, as a consequence, 
its name with the factory at Niagara Falls. He pointed out that to establish a trade- 
name in the term “shredded wheat” the plaintiff had to show more than a sub- 
ordinate meaning which applies to it: 


It must show that the primary significance of the term in the minds of the consuming 
public is not the product but the producer. This it has not done. The showing which it 
has made does not entitle it to the exclusive use of the term shredded wheat but merely 


entitles it to require that the defendant use reasonable care to inform the public of the 
source of its product. 


These same conclusions were also reached with regard to the plaintiff’s conten- 
tion that it had acquired an exclusive right, by virtue of the secondary meaning 
doctrine, in the pillow-shape of the biscuit. Here, again, it was held that upon 
expiration of the patents the form was dedicated to the public. In considering the 
question as to whether Kellogg was reasonably distinguishing its product from 
that of the plaintiff, the Court pointed out that the obligation resting upon Kellogg 


Company “is not to insure that every purchaser will know it to be the maker 
but to use every reasonable means to prevent confusion.” 

Justice Brandeis conceded that the Kellogg Company was undoubtedly sharing 
in the good-will of the article known as “Shredded Wheat,” was profiting by virtue 
of the more than $17,000,000 expended by plaintiff and its predecessors in making 
the name a household word and in identifying the biscuit with its manufacturer, 
yet he held that it was not an unfair sharing. Even though the defendant was sharing 
in a market which was created by the skill and the judgment of the plaintiff and its 
predecessors, and was most likely to benefit by the vast expenditures and advertising 
persistently made, yet he pointed out that “sharing in the good-will of an article 
unprotected by patent or trade-mark is the exercise of a right possessed by all— 
and in the free exercise of which the consuming public is deeply interested. There 
is no evidence of passing off or deception on the part of the Kellogg Company ; 
and it has taken every reasonable precaution to prevent confusion or the practice of 
deception in the sale of its product.” * * 


(To be continued) 


22. Justices McReynolds and Butler dissented on the ground that it seemed sufficiently clear 
to them that the Kellogg Company was fraudulently seeking to appropriate to itself the benefits 
of a good-will built up at great cost by National Biscuit Company and its predecessors. 
W. J. Derenberg, 34 Bulletin U. S. Trade-Mark Association 68, February, 1939, in his analysis 
of the case concludes that “the application of the doctrine of Singer v. June was not essential 
to the decision of the case and was mere dictum,” since whatever exclusive use there had 
been up to 1912 when the patent monopoly expired was due to the patent monopoly rather than 
to any trade-mark monopoly. 

23. See the interesting dictum in Nu-Enamel v. Armstrong (81 F. (2) 1, C. C. A. 7, 1935) 
relative to the mental attitude to assume towards a registration under the Act of 1920; a 
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TRADE-MARKS IN URUGUAY 









A recent amendatory decree on the subject of trade-marks in Uruguay is of 
especial interest to our members. It deals with the question of registrability of 
trade-marks when prior similar marks are of record. This point was governed until 
now by Article 33 of the Executive Decree of November 29, 1940, which constitutes 
the regulations under the trade-mark law. This article provides: 








Trade-marks shall be analyzed by the combination of the elements which compose 
them, their similarities being successively compared, using the criterion of the consumer 
who pays little attention to observing and remembering the whole trade-mark, but who is 
interested in the product which it distinguishes. 





This was a sound regulation on the subject, leaving discretionary power to the 
trade-mark authorities and at the same time giving directives for the proper con- 
sideration of similarity in trade-marks. The president of the Uruguayan Republic 
has now issued a new Decree (No. 640 of July 23, 1943) which in effect abolishes 
all discretionary power on the part of the trade-mark authorities and indeed estab- 
lishes a rigid and absolute rule in the matter of registration of trade-marks. The 
Decree provides as follows: 












Art. 33 of the Executive Decree of November 29, 1940, constituting regulations of 
Law No. 9956 on Trade-Marks is to be superseded by the following: 


Art. 33—In order for trade-marks to be registered they must be totally different from 
those already registered. 


The president has explained this change of the law by the following reasons: 

























Whereas: the provision cited dedicates, according to the authors, the legal jurispru- 
dence on the subject to the solution of the question arising when there has actually been 
obtained, in one country or in several, the registration of trade-marks susceptible to con- 
fusion and to creating, intentionally or unintentionally, unfair competition with the older 
or better known trade-mark; however, it states that that must not be the administrative 
principle or the dominant rule in connection with the registration of new trade-marks in 
the presence of the existence of a similar trade-mark, because every new trade-mark 
should avoid confusion, since the imagination of man is unlimited in the conception of 
trade-marks, and therefore the confusion and unfair competition referred to can be fore- 





registration concededly of a completely descriptive word. “. . . . The manufacturer or mer- 
chant who holds or who once held a patent monopoly which has expired is entitled to protection 
against unfair methods of trade. . . . In considering an unfair trade method case, we must 
dismiss as of no bearing the fact that the party seeking relief previously held a valid or an 
invalid patent. .. . It is true that the patent grant ... . creates a monopoly. It follows that 
a secondary meaning which is created solely as a result of the monopoly may not be included 
in the secondary meaning aspect of the case. In short, the Government protection cannot be 
used to extend or bolster a cause otherwise without support to create a secondary meaning to 
a word or phrase ... . whether the right is invalid is a question of fact to be determined in 
each case... <° 

In the Steem-Electric v. Herzfeld, et al. case (118 F. (2) 252 C. C. A. 7, 1941) the trade- 
mark “Steem-Electric” for an electric-steam iron, registered under the Act of 1920, was held 
not to have acquired secondary significance so as to qualify under the Nu-Enamel decision. 
At least one patent upon a steam-electric iron had expired, and any member of the public had a 


right to use a properly descriptive term. The case was controlled by the “Shredded Wheat” 
decision. 
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stalled, in as much as new trade-marks must be, the case having been established, com- 
pletely different from those which have been previously registered. 

Whereas, every similarity must be summed up in opposition to the registration of the 
new trade-mark, in as much as the function of the Registrar is different from that of the 
Judge. In the case of a complaint of falsification or imitation, the Judge must study the 
possibility of confusion: its prevention is in the hands of the Registrar, who must demand 
complete and radical differences among the new trade-marks and those already registered, 
thus assuring the value and observance of the registration, and consequently, of the right 
of the owners of the trade-marks, without prejudice to the applicants, who can always 
change their application or substitute another in its place. 


The new decree in Uruguay purposes in fact to establish two criteria in the 
matter of the similarity of trade-marks, one for the Patent Office and a different one 
for the courts. While the courts are permitted to decide in each case whether two 
trade-marks are confusingly similar, the Patent Office has no longer any room for 
decision and judgment in such cases. It is required always to refuse to register a 
trade-mark when this is not “totally different from a mark previously registered.” 

The consequences of this amendment of the law are two: 


(A) Trade-mark owners must apparently be more diligent than in the past in regis- 
tering their trade-marks in Uruguay because they may be prevented from doing so later 
if another mark in any way similar to theirs precedes them on the register. 

(B) In view of the multiplication of products and the difficulty in some fields of devis- 
ing marks which are entirely different from previous marks, it will tremendously increase 
the difficulty of registering trade-marks in Uruguay, since more often than not it will be 
found that there will be on the register a mark somewhat similar to the one sought to be 
registered. 


TRADE-MARK PROTECTION IN VENEZUELA 


The Patent Office in Venezuela has usually given a strict interpretation of the 
official trade-mark classification, which is very similar to the U. S. Patent Office 
classification. Article 3, par. 8 of the Trade-Mark Law of June 28, 1930, provides 
that a mark cannot be registered when it is similar in sound or appearance to a 
trade-mark already registered “for analogous products” or when “it may cause con- 
fusion or error therewith.” These are sound criteria and broadly construed should 
have given satisfactory results. However, Article 4 of the law also provides that 
the exclusive property of a trade-mark is acquired by registration “with respect to 
the articles or merchandise for which the trade-mark has been applied for in accord- 
ance with the official classification.” The Patent Office was inclined in its decisions 
to be guided by Article 4 rather than by Art. 3, par. 8 of the law. 

A departure from this narrow interpretation is indicated in a recent decision of 
the Venezuelan Patent Office in the Glostora case." An application was filed by a 
local merchant, Georges Karam Raphael, for the registration of the word “Glostora”’ 
in respect of polishing substances in Class 4 “Polishes, cleansers and detergent sub- 
stances.” The application was opposed by The R. L. Watkins Co., owners of the > 


1. Decision dated July 15, 1943, published in the Official Gazette of Venezuela, No. 43, of 
July 31, 1943, and in the Boletin de la Propiedad Industrial y de Comercio, of August 11, 1943. 
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’ 


trade-mark “Glostora,” registered in Class 6 “Chemical substances, pharmaceutical 
substances and perfumery.” The Patent Office held particularly : 




























Even though different classes are involved, the Office notes that the marks are identical 
and that there is a great analogy in the goods covered by the trade-marks of the two parties, 
since the nature of the products and their use has a similarity which might give rise to 
confusion and error by the public. Furthermore, the prohibition of Art. 3, par. 8, is 
motivated by reasons of public order, tending to secure good commercial and industrial 
habits and in the present case the protection sought by the applicant would involve damage 
to the reputation of the opposer’s trade-mark. 





This decision, in indicating that the Patent Office will be guided by the provision 
of Art. 3, par. 8 of the law, is most welcome to trade-mark owners. 


PAN-AMERICAN REGISTRATION OF TRADE-MARKS 





The Director of the Inter-American Bureau at Havana has requested us to again 
record his views on the Inter-American registration of trade-marks in addition to 
what we have already published in the February and May issues of the Trade-Mark 
Reporter. The following points are made by the Director: 


1. It is not true, as we reported in a footnote to the February article, that the 
Director has ever said that Ecuador and Uruguay accept inter-American registra- 
tions of trade-marks under the Buenos Aires Convention of 1910. Nevertheless, 
the Inter-American Bureau has obtained admission of an Inter-American registra- 
tion in Ecuador in 1940. 

2. The undesirable features of Inter-American registrations indicated in our 
February article do not exist, in the Director’s opinion, because such Director en- 
trusted with the execution of the Pan-American Conventions is in a position to 
represent the trade-mark applicants and to take such preliminary steps as may be 
necessary to protect the applicant’s interests. Furthermore, under the Washington 
Protocol of 1929 it is now possible for an applicant to appoint an attorney to repre- 
sent him in any country in which an objection is made. 

3. That the function of the Inter-American Bureau is to act as an attorney for 
the applicant, and a great advantage of saving expense is secured by applicants for 
the seven countries to which the Inter-American registrations extend. 


NEWFOUNDLAND: AMENDMENTS OF THE TRADE-MARK LAW 








The Newfoundland Trade-Mark Act which is Chapter 154 of the Consolidated 
Statutes “Of Trade-Marks and the Registration Thereof,” contained certain strange 
anomalies, and suggestions have been made time and again to introduce certain 
amendments of that law. Such amendments have now been introduced by Act. 
No. 27 of 1943 issued June 18, 1943. This act has added the following sections to 
the existing Trade-Mark Act: 
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Section 32 added to the act provides that the court may, on the application of any person, 
rectify an entry in the Register. 


Section 33—The court may permit the registration of the same or nearly identical 
trade-marks in case of concurrent user. 


Section 34—The registration of a trade-mark may be cancelled by a prior user within 


seven years from the data of such registration or from the coming into operation of the 
present act, whichever shall happen last. 


Section 35—No trade-mark shall be registered until notice shall have been published in 
the Newfoundland Gazette, and in a daily newspaper published in St. Johns, once weekly 


for at least four weeks. This means that an opposition may now be filed against an 
infringing trade-mark. 


TRADE SLOGANS 


Since our last published list, the following trade slogans have been received and 
entered on the records of the Association : 


“Fine Quality Baby Chicks” 


W. L. Thomas Hatchery 
“A Bottle of Ink in a Pencil” 


Eberhard Faber Pencil Co. 


WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941, May, 1942 and the June, 1943, Reporter, delivered in 
condition for binding ; for two copies of the 1940, Index, 50 cents each. 


For Sale: Master Index to vols. 1-14 of the Reporter, cloth or buckram, 
$7.50. 


Amdur’s “Outline of Trade-Mark Law,” paper, $0.75, postpaid. 


Address: 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirTH AVENUE, 
New York Cry. 
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The International Bureau of the Union for the International Protection of Indus- 
trial Property has issued as a Supplement to its Propriété Industrielle a summary of 
the War Measures enacted by various countries on matters of industrial property 
from the beginning of the war to December 15, 1942. This summary is based on the 
text of legislative acts and regulations published in the various issues of La Propriété 
Industrielle. Much of this legislation has been amended or abrogated in the mean- | 
time and the summary refers to the legislation or regulations in force on December | 
15, 1942. Of course, this summary has no character of definiteness because, with 
the continuation of the war, new war measures or amendments of existing measures 
are or will be enacted. The summary covers 31 countries. It must also be noted 
that the documentation is not complete as the International Bureau cannot be certain 
that all legislation and regulations pertaining to the subject has reached its hands. 

The data on legislation and regulations given with respect to occupied countries 
such as Belgium, Holland, Poland, Bohemia and Moravia, etc., are those enacted 
in the particular country under the authority of the occupying authorities, no similar 
enactments having been issued by the Governments in Exile of the countries con- 
cerned. 

We are publishing this English translation of the summary of the International 
Bureau of Berne in the belief that American owners of industrial property rights in 
foreign countries will be interested in the situation revealed by these war measures 
which, it must be admitted, is quite complicated and not very liberal. We have 
omitted in this translation the copious footnotes of the publication of the Interna- 
tional Bureau which refer mainly to the text of legislation and regulations as pub- 
lished in La Pripriété Industrielle." 





AUSTRALIA * 


Extension of Terms 










Notwithstanding provisions to the contrary contained in any law, but con- 
formable with the instructions of the Attorney-General, the Commissioner of Patents 
and the Registrar of Designs and Trade-Marks is given power to extend, as he may 
deem fitting, any term granted by the law relating to patents, trade-marks and 
designs in order to accomplish an act, if they deem it necessary or opportune to 


1. Note.—Footnotes and other matter not deemed essential to an understanding of the text 
have been omitted.—Eb. 

2. Australian legislation is valid also for the Territories of Papua, New Guinea and the 
Island of Norfolk. 
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do so, by reason of circumstances due to the present state of war. The said power 
shall be exercised even if the term has expired before or after December 15, 1939. 
(Act No. 66, of 1939, art. 9.) 


Restoration to Former Status 


If an application, a patent, a registration or a proceeding has lapsed, become 
invalid, expired or become forfeited, or has been treated as having been abandoned, 
they will be restored by virtue of the extension of the term fixed to accomplish an 
act, the omission of which has brought about one of the above consequences. (Same, 
sect. 9.) 


Payments For or By Enemies 


Anyone may, in his own name or for the account of a person established, domi- 
ciled or resident in Australia, pay a tax in an enemy country, or perform an 
act necessary to acquire or preserve an industrial property right and pay the fees 
and expenses of his principal in the enemy country, and vice versa. However, 
gifts, advances or loans in favor of, or on account of enemies are not permitted. 
(Same, sect. 10.) 

If a person proves to the Commissioner or the Registrar that he intends to file, 
or has filed an application under the terms of sections 6 or 7 of the Act (No. 6 of 
1939) the Commissioner or Registrar may permit him to pay the taxes necessary 
for the sealing of the patent or the registration of the mark or design, the subject of 
the application. (Regulations of December 19, 1939, as modified by that of May 3, 
1940, sect. 10.) 

If a license (whether granted under the terms of the law, or not) is in force with 
respect to a patent or a design, of which an enemy subject is, or has been the pro- 
prietor, during the present state of war, the Commissioner or the Registrar may per- 
mit the licensee to pay all taxes necessary to maintain the patent or design. 


Treatment of Enemy Property and Rights Belonging to Enemies 


Mutatis mutandis, see the corresponding caption under “Great Britain.” 


Reciprocity 


See corresponding caption under “Great Britain.” 


BELGIUM 


Extension of Terms 
a. Priority Rights 


The priority periods provided by art. 4 C (1) of the International Union Con- 
vention and whose expiration date is after September 1, 1939, are prolonged until 
new order. (Decree of June 30, 1942.) 


b. Other Terms 
Patent annuities the six months’ term for the payment of which, as defined in 
art. 22, par. 1, of the law of May 24, 1854, had not expired on September 1, 1939, 
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or had begun to run after that date, can be validly paid, without prejudice to the 
rights of a third party, until a new order. 
The provisions of the same paragraph (No. 1) relative to the ten per cent surtax 


are suspended for all annuities expiring after August 31, 1939. (Decree of De- 
cember 15, 1942, art. 2.) 


c. General Provisions 


The Minister of Economic Affairs, Middle Classes and Rehabilitation is author- 
ized to extend, according to circumstances, the regulatory delays provided by the 
decree of August 11, 1939. This authorization is valid to the end of the six months 
following the date, to be fixed by Royal Decree, of the restoration of the army to a 
peace basis. (Decree of January 10, 1940, arts. 1 and 2.) 


Reciprocity 


The provisions relative to the extension of terms in the matter of industrial 
property are available to citizens of foreign countries only in so far as privileges 
of the same kind are accorded in those countries to Belgian citizens. (Decree of 
December 15, 1941, art. 4.) 

By an Order dated August 28, 1942, it is announced that the citizens of Ger- 
many, France, Holland, Sweden and Switzerland shall be considered as entitled to 
take advantage of the reciprocity clause provided by article 4 of the Decree of De- 


cember 15, 1941, extended by that of June 30, 1942, establishing an indefinite (sine 
die) extension for priority periods and terms for the payment of patent annuities. 


Miscellaneous 


The supplementary taxes paid for the restoration of patents, conformable to 
the provisions of article 3 of Royal Decree No. 85 of November 17, 1939, com- 
pleting article 22 of the law of May 24, 1854, will not be refunded, but will be 
considered as credited on the payment of succeeding patent annuities to which they 


relate (same, art. 3). This will apply also to the ten per cent surtaxes which have 
been paid by mistake. 


BOHEMIA AND MORAVIA (Protectorate) 


Extension of Terms 
a. Priority Periods 


Periods of priority relating to patents, designs or models and to trade-marks, 
which were still in effect on September 1, 1939 (date when the decrees went into 
effect) will not expire before the end of one year beginning with that date. (Order 
No. 95, art. 11; Order No. 96, art. 1; Order No. 97, art. 1.) 


3. This decree concerns irregular patent applications. It fixes the regulatory delays as 
follows: one month counting from the mailing of the registered letter containing the notice 
to make the necessary corrections. This term is increased to two months if it has to do with a 
judicial (legal) authorization, and to four months if the applicant or the foreign patentee 
concerned in the application is domiciled in a foreign country not adjacent to the Mediterranean. 
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b. Other Terms 


a. Terms for the payment of taxes and publication expenses in patent matters 
(arts. 57, 114, 115, 116 and 119 of the Patent Law) that have lapsed by September 
1, 1939, or in the course of the month preceding, will not expire before the expiration 
of one year counting from that day. (Order No. 97, art. 1.) 

b. The term granted by article 57, paragraph 1, of the said law, for paying the 
cost of publishing the specifications, is extended to six months, counting from the 
date of publication of the application. 

c. Procedural terms that have lapsed by September 1, 1939 are extended one 
year. The President of the Patent Office is authorized to make effective other pro- 
visions relative to the terms granted by that Office. 

d. If a person has been prevented by unusual circumstances from making use 
of the term provided for obtaining the renewal of a trade-mark (art. 16 of the law), 
the renewal shall be effected afterwards on his application in writing, with grounds 
and evidence in support thereof, not later than two months following the removal 
of the hindrance, with the Chamber of Industry and Commerce competent for the 
renewal. The application shall be accompanied by the renewal tax, with an increase 
of 20 crowns. (Ord. No. 95, art. 1.) 

e. If unusual circumstances have caused non-observance of the term granted for 
the cancellation of a mark (art. 4 of the law), the application can, nevertheless, be 
filed, with grounds and evidence in its support, within two months following the 
removal of the obstacle which prevented the utilization of the term. 

f. The privileges provided under (d) and (e) will be granted also in cases where 
only certain ones among the co-owners of a registered mark (or the co-owners of 
an unregistered mark) shall have been affected by unusual circumstances. 

g. Persons who have in good faith begun to use, after removal from the records, 
a mark the renewal of which had been omitted, will not be chargeable with violation 
of the law, if the mark has been renewed later. However, they will not have the 


right to use the mark counting from the day when it shall have been made the object 
of a delayed renewal. 


Moratorium 


The increases provided for the patent annuities included between the first and 
the fifteenth, according to article 114, paragraphs 6 and 7, of the patent law 
(text of December 20, 1932) will not be collected until a new order, provided they 
had not lapsed prior to September 1, 1939. (Ord. No. 97, art. 1.) 

The applicant or the owner of a patent can, before the expiration of the term 
invoked to effect the payment, request from the Patent Office a suspension of the 
payment of taxes and the costs of publication, if he is prevented by unusual cir- 
cumstances from making payment (which obstacle has affected all the interested 
parties, or only certain ones). No appeal is permitted from the decision of the 
President of the Patent Office in the matter of these applications. A new suspension 
is permissible in the same circumstances. 
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Restoration to Former Status 










If persons prevented by unusual circumstances from availing themselves, in 
patent matters, of a term, the omission of which results in impairing legal rights, 
apply in writing to the Patent Office within the two months that follow the removal 
of the hindrance, they shall be restored to the former status (whether the hindrance 
has affected all, or only some of them) provided the act omitted has been carried 
out within the said term. However, the rights of personal possession that have 
grown up in the interval shall be respected. 


Reciprocity 













In patent matters, the provisions relating to the suspension of payment of taxes 
and costs of publication, on restoration to prior status and suspension of publication 
and disclosure of applications, as well as those relating to priority terms for patents, 
designs or models and trade-marks, will apply to foreigners only in so far as their 
countries grant to citizens of the Protectorate of Bohemia and Moravia, by virtue : 
of notices published in the Reichgesetzblatt (as well as in the Amtsblatt of the Pro- | 


tectorate the same privileges. (Ord. No. 95, art. 11; Ord. No. 96, p.1; Ord. No. 97, 
art. 1.) 


Miscellaneous 






















If the notices relating to patent or trade-mark matters cannot be sent to a party 
or his agent, by reason of a situation resulting from unusual circumstances, it will 
be postponed till the obstacle is removed. Further proceedings shall not take place 
till after the notification (Ord. No. 95, art. 1; Ord. No. 97, art. 1.) 

The publication of a patent and disclosure of claims can be relegated to a time 
subsequent to the term granted by article 57, paragraph 1). 


CANADA 
(The Patents, Designs, Copyright and Trade-Marks [Emergency] Order of October 28, 1939.) 








The text of this Order is modeled on that of the British act of September 21, 
1939. Our readers will find, therefore, under “Great Britain” the provisions in 
force in Canada. 


Miscellaneous 





The Order of February 3, 1942, modifying the regulations as to patents for the 
duration of the war and effective from January 1, 1940, reads as follows: 

Section 13: Add the following phrase: “If the inventor resides in the British 
Empire or in the United States, the declaration under oath will be accepted, if it has 
been made within the three months preceding the patent application.” 

Section 31: (Relating to the claiming of priority rights.) Add the following 
phrase: “Unless the Commissioner does not expressly request the contrary, a certifi- 
cate issued by the Patent Office of the country of first filing, and indicating its date, 
will be accepted in support of the claim of the priority right, in place of the duly 
certified copy of the foreign application.” 
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CUBA 


Extension of Certain Terms 


In all cases where a document is lacking from a file of a matter relating to indus- 
trial property, the term to repair the omission under the terms of article 27 of the 
industrial property law of April 4, 1936, shall, if the applicant or the interested 
party resides in a country of Europe, amount to 180 days. 


Reciprocity 


The above decree covering, without restriction, the applicant or the interested 
parties who reside in a country of Europe, it is to be presumed that the benefits of 
the extension are granted to anyone who finds himself in the conditions stated. 


DENMARK 





Extension of Terms 


a. Priority Periods 

The period of twelve months for patents is extended by six months; the term 
of six months for designs, models and trade-marks is extended three months. As 
relates to marks, designs or models, the term of three months granted by the law 
in order to file proof of the right of priority may be extended by the President of 
the Patent and Trade-Mark Office, if it is shown that unusual circumstances have 
prevented or delayed fulfillment. (Notice of October 31, 1940 relating to patent, 
designs or models and to trade-marks. ) 


6. Other Terms 

If it is shown that unusual circumstances have prevented or delayed the execution 
of the act at the proper time and if an application for extension is filed before the 
expiration of the term, the competent authority (Commissioner of Patents, Minister 
of Commerce, Industry, and Navigation, or the President of the Patent and Trade- 
Marks Office) may extend the terms: 

a. To pay the annuities. (Par. 7 of the Patent Law.) 

b. To produce the grounds and documents relative to an opposition to the issue 
of a patent law. (Art. 17 of the said law.) 

c. To secure a new hearing or the intervention of a special commission. (Art. 19 
of the said law.) 

d. To pay the tax on issue of the patent and the costs of printing the description. 
(Art. 20, pars. 10 and 11 of the said law.) 

c. To pay the taxes fixed by article 9, paragraph 3, of the Trade-mark Law and 
by articles 10 or 11, paragraph 2, of the law of designs or models. 

Thanks to this extension (valid also for the renewal of collective marks), the reg- 
istration of a mark or a design or model will be kept in force until the expiration of 
the term thus prolonged. If the tax is not paid before the lapse of the extended 
term, the registration will be considered as cancelled as of the date of expiration 
of the period of protection for marks, or on the date on which the tax should have 
been paid (designs or models). (Notice of October 31, 1940, regarding patents, 
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articles 1, 5, 6, 7; Notice of same date relative to designs or models and to trade- 
marks. Arts. 1 and 3.) 


Restoration to Former Status 


If it is shown that unusual circumstances have prevented or delayed the filing 
within the period of twelve months granted by article 1, paragraph 2, of the Patent 
Law, of an application for the revalidation of a patent lapsed through failure to pay 
the annuities, the Commissioner of Patents may treat an application of this kind as 
if it had been filed within the term provided. (Notice of October 31, 1940 regarding 
patents, art. 2.) 

Reciprocity 


The provisions relative to the extension of the term for the payment of patent 
annuities, applying for the revalidation of a patent lapsed through default in the 
payment of annuities and for vindicating the right of priority, as well as all the pro- 
visions relating to designs or models and to trade-marks, may be claimed by persons 
or enterprises belonging to a foreign state only if this state grants the same privi- 
leges to persons and enterprises belonging to Denmark. (Notice of October 31, 
1940, relating to patents, art. 9; Notice of October 31, 1939 relating to designs and 
models, art. 5.) 

Miscellaneous 


On proper application, the Commissioner of Patents will permit the publication 
and disclosure of a patent application to be deferred beyond the period of the three 
months fixed by article 16, paragraph 2, of the patent law. (Notice of October 31, 
1940, relating to patents, art. 4.) 

The patent, under the terms of paragraph 4 of article 13 of the said law, will not 
lapse for the reason that the term of two months granted by paragraph 2 of the same 
section has expired, if it is shown that unusual circumstances have prevented the 
deposit, at the proper time, of the statement that an agent domiciled in Denmark 
will represent the interested party in all matters relating to the patent and will receive 
the communications that may be addressed to him. (Same, art. 3.) 


EGYPT 


Extension of Terms 


Opposition to the registration of a mark shall be presented to the Comptroller 
within a period of six months counting from the publication of the mark. The 
notice of opposition shall be drawn up according to the form established for that 
purpose, with an original and one copy. 

The Comptroller shall send to the applicant or his attorney by registered mail 
a copy of the notice of opposition within fifteen days counting from its receipt. 

Within the period of six months counting from the receipt of notice, the applicant 
shall place before the Comptroller, in duplicate, his answer duly drawn up. Failing 
to reply within the period allowed, he shall be presumed to have abandoned his appli- 
cation. The answer shall be drawn up according to the form established for that 
purpose. The Comptroller shall transmit to the opposer a copy of the answer 















10 WAR MEASURES OF FOREIGN COUNTRIES 


within a period of five days counting from its receipt. (Decree of July 31, 1940, 
art. 1.) 


Payments for or by Germany and Italy 


Egyptian citizens are authorized to perform, either directly or through inter- 
mediaries, on the territory of the German Reich and the Kingdom of Italy, acts 
necessary to conserve their rights of industrial property or to acquire any right per- 
taining to the said property. 

Citizens of the German Reich and of the Kingdom of Italy, and those assimilated 
with them, are authorized to perform, either directly or through an intermediary, 
in the territory of the Kingdom of Egypt the acts necessary to conserve their rights 
in industrial property or to acquire any right relating to said property, by virtue of 
reciprocity on the part of the Governments of the German Reich and the Kingdom 
of Italy in favor of Egypt. (Decree of May 31, 1941, art. 1.) 


FINLAND 
Extension of Terms, Moratorium and Restoration to the Former Status 


a. Provisions of the Ordinances of January 5 and March 21, 1940 

The following terms are extended sine die provided they had not lapsed before 
October 1, 1939, and until a new Ordinance decrees otherwise: 

1. For the payment of annuities and supplementary taxes on patents. 

2. For applying for the restoration of a patent that has lapsed for failure to 
pay the taxes. 

3. For the payment of a lapsed annuity after the restoration of the patent. 

4. To file opposition to a published patent application. 

5. To apply for the issuance of a patent in Finland, without a prior application 
filed abroad by the same applicant or his agent destroying the novelty of the inven- 
tion. 

6. To revalidate the right of priority under the terms of the Ordinance of 
September 30, 1921. 

7. To file appeal before the proper authority from the decisions of the Patent 
Office. (Ordinance of January 5, 1940, art. 1.) 

The term granted for obtaining consideration of a case by the Patent Office in 
full session will be extended in the same manner. (Same, 1, 2.) 

The term granted for the renewal of the registration of a trade-mark is also 
extended until a new order. However, the extension is granted only if the term had 
not lapsed on November 30, 1939. (Ordinance of March 21, 1940, art. 1.) 

The term within which the registration of a mark may be filed in Finland in 
order that the application may be deemed to have been filed on the same date as 
that of the same mark abroad, is extended for one month, on condition that it had 
not lapsed on November 30, 1939. However, if this term has lapsed on November 
30, 1939 or in the interval between that date and the coming into effect of the Ordi- 
nance, it will be extended for one month counting from the day of its coming into 
effect. (Same, art. 2.) 
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b. Provisions of the Decree of August 30, 1940 

As relates to patents, the above terms under Nos. 1 and 7 and the term pro- 
viding that a case be examined by the Patent Office in full session, terms that have 
been extended until a new order by virtue of the Ordinance of January 5, 1940, but 
which, in the absence of extension, would have lapsed on October 1, 1939 or there- 
after, but before November 1, 1940, shall expire on the latter date. (Decree relating 
to patents, art. 1.) 

As relates to trade-marks, the same shall apply to the term for obtaining the 
renewal, a term which has been extended until a new order by the Ordinance of 
March 21, 1940, but which, in default of extension, would have lapsed on November 
1, 1940 or after that date, but before November 1, 1940. On the other hand, the 
modifying provisions of the said Ordinance will not be applied to the term con- 
templated therein, if this term would normally expire November 1, 1940, or after 
that date. (Decree relating to trade-marks, art. 1.) 

Furthermore, the provision by virtue of which the term for applying in Finland 
for the registration of a mark, in order that the application may be considered as 
having been filed at the same date as that of the same mark abroad, has been 
extended for one month, by virtue of the Ordinance of March 21, 1940 but will 
be applied only if the said term shall have been due to expire before October 1, 1940. 
(Same, art. 2.) 


Reciprocity 


By the terms of the Ordinance of January 5, 1940, citizens of foreign countries 
not domiciled in Finland will be able to benefit by the extension of the terms pre- 
scribed herein under Nos. 1 to 7 of the term granted for obtaining the examination 
of a matter by a full session of the Patent Office only if their country grants to Fin- 
nish citizens reciprocal treatment. However, the said terms, expiring on November 
30, 1939 or later, which a citizen of an unionist country was bound to observe, will 
be extended for one month until a new order, without the reservation of reciprocity. 
If this term has expired before the coming into effect of the Ordinance, it will be 
extended one month counting from its coming into effect. Nevertheless, the decree 
of August 30, 1940 relating to patents, provides that this last privilege will be 
granted only in cases where the term would have expired, through lack of extension, 
before October 1, 1940. 

By the terms of the Ordinance of March 21, 1940, the extension of the term for 
obtaining the renewal of a trade-mark can be granted to a foreigner who does not 
carry on in Finland either a business or industry, only if Finnish citizens are 
accorded corresponding privileges in the country of origin. 

The provisions of the decrees of August 30, 1940 (patents and marks) will be 
applicable also to every foreigner who, on condition of reciprocity, shall have the 
right of availing himself of the extension granted by the orders of January 5 and 
March 21, 1940. 

The Ordinance of December 19, 1941 (see below) is applicable without dis- 
tinction to citizens of foreign countries. 
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Miscellaneous 


When a person who, after September 30, 1941, is engaged in military service, or 
is employed on a mission relating to the defense of the country, or is drafted for 
work under the law of compulsory service, has allowed to expire a term fixed by law 
or extended by virtue of an order, designed to frame an appeal or to take (other) 
measures, the term omitted as a result of such obstacles shall, on request, be restored 
to him. 

The same shall apply when a person is able to prove persuasively that he has 
been prevented, by other unusual circumstances due to war, from taking advantage 
of the term mentioned herein, or the observance of the said term would have caused 
him extraordinary difficulties. The request must be sent, according to the nature 
of the case, to the Supreme Court or to the Supreme Administrative Tribunal, within 
30 days counting from the removal of the obstacle. At the same time, he will furnish 
information as to the obstacle and the date of its removal. If deemed necessary, the 
adverse party will be advised as to the matter of the application, and measures will 
be first taken by the applicant for the purpose of maintaining his action, if the request 
is allowed. (Ordinance of December 19, 1941.) 

When, in order to preserve a right or an advantage, it is necessary to take a 
measure, make an application, or begin an action or proceeding at law, or to vali- 
date a claim within a period prescribed by the law, and when this period falls partly 
or entirely between June 16 and December 30, 1942, (these days included) this 
lapse of time shall not be reckoned in calculating the term. 

However, the term thus calculated shall not be extended beyond September 30, 
1942. This provision does not apply to taxes that should have been paid within a 
fixed period, for the purpose of exercising a right or an advantage. Save for the 
provisions of article 1, the Ordinance does not apply to terms prescribed, or to be 
prescribed separately, by reason of the law on the state of war, or in anticipation of 
exceptional circumstances caused or created by the war. 


FRANCE 
Extension of Terms 


All the terms fixed by the laws, rules and international conventions in force re- 
lating to the acquisition and preservation of industrial property rights, notably in 
matters of patents, trade-marks, designs and models, not having lapsed on August 
21, 1939, or whose beginning coincides with, or is subsequent to that date, are ex- 
tended to a date to be later fixed by decree. This decree will fix also the conditions 
under which back taxes shall be paid and formalities that remain to be effected shall 
be carried out. (Law of October 12, 1942.) 

The rights of third parties who shall have performed acts of lawful exploitation 
within the period comprised between January 1 and September 13, 1940 are re- 
served. (Law of September 11, 1940, art. 2.) 

The circular of February 27, 1941 comments as follows on the provisions of the 
law of January 24, 1941, relating to the extension of delays sine die: 
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This provision does away with the inconveniences which would have resulted from 
successive laws, each of which would have decreed a new extension of terms. It has 
seemed preferable to provide for inventors and other users of industrial property a pro- 
cedure having a certain stability so long as conditions have not returned to normal. 

Nevertheless, one must realize, especially in the matter of annuities due on patents 
that only due dates are extended, but that no cancellation of these annuities has been 
provided. These will become payable when the extension ceases to be effective. Like- 
wise all persons, physical or moral, who are able to pay the annuities, and other taxes 
devolving upon them are advised to do so within the normal terms, so as to avoid, when 
the anticipated decree intervenes, an accumulation of annuities in arrears. 

In this respect, No. 2 of Art. 1 above assumes that the decree to intervene will fix 
the conditions under which these annuities and taxes will be paid and the remaining 
formalities carried out. This text alludes to measures possible to be taken at this moment 
to facilitate as much as possible the payment of these back annuities, for example, by 
permitting the payments to be made at intervals during a certain period. But the 
annuities are due, and, hence, it is to the interest of all those who can to pay them now. 


Moratorium 


Beginning September 2, 1939 and until a new order, the terms within which 
patent annuities may be paid, including the complementary tax (Decree of May 2, 
1938) are suspended for the benefit of service men belonging to units of the army 
or the territory, of persons belonging to the units mentioned in article 11, paragraph 
1, of the law of July 11, 1938, or of firms, all the members of which, or their direc- 
tors, belong to the same units. The conditions under which these annuities shall be 
paid after the cessation of hostilities will be fixed later. (Decree of November 26, 
1939, art. 2.) 

Furthermore, and until a new order, patent applications or certificates of addition 
may be deposited by the persons herein specified or in their name, without the pre- 
liminary payment of lawful taxes. Patents will not be issued, but the applicant shall 
obtain issuance the moment he pays the taxes. If, within the delay and under the 
conditions which shall be fixed after the cessation of hostilities, the taxes are not 
paid, the deposits shall be considered as null and the documents shall be destroyed, 
unless the depositors, or their attorneys, claim them within the period which shall 
be granted them. (Art. 3.) 






Payments For or By Enemies 


Payments in enemy countries or those occupied by the enemy, necessary for ob- 
taining or preserving rights in industrial property, and vice versa, are permitted. 
Nevertheless, the interested parties will be obliged to submit to the formalities and 
obtain the authorizations provided by the legislation in force at the date of the trans- 


action as concerns payments to be effected in foreign countries. (Decree of October 
9, 1939, art. 1.) 


Treatment of Enemy Property and Rights Belonging to Enemies 


Not having the complete text of the Decree of September 1, 1939, relating to the 
declaration of and effective sequestration of enemy property, we cannot summarize 
its provisions. Our advices permit us, nevertheless, to point out that the prohibi- 
tion of all intercourse, direct or indirect, between Frenchmen and the enemy does not 
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apply, under the terms of this decree, to the following operations, which may be the 
subject of special regulations: 

Under conditions of reciprocity, the acts necessary for the preservation of indus- 
trial property rights and acts necessary to permit enemy subjects and persons in the 
metropolitan or colonial territory of an enemy State to validate their rights before 
French tribunals without prejudice to the application of provisions relating to the 
treatment in metropolitan France, in Algeria and in the French colonies of the goods, 
rights and interests of the said subjects and persons ; 

The collection of sums disbursed as payment for operations effected before the 
beginning of hostilities. (Art. 15.) 

Furthermore, general or special exemptions in the prohibition of all intercourse 
with the enemy may be granted by the Minister of Foreign Affairs, after favorable 
opinion from the Commission on prohibition of intercourse with the enemy, to which 
will be attached a representative of the Ministry interested in the request for ex- 
emption. (Art. 16:) 

In applying these general principles, the decree of October 9, 1939 authorizes 
persons reputedly French or treated as such to comply, in enemy territory or terri- 
tory occupied by the enemy, whether directly or by attorney, with all formalities and 
to carry out all obligations necessary to the preservation or the obtaining of indus- 
trial property rights. (Art. 1, line 1.) 

The communications which they would have to despatch in enemy territory or 
territory occupied by the enemy shall be sent through an intermediary resident in a 
neutral country, after approval by the Director of Industrial Property, who shall affix 
his vise: (Same, line 3.) 

Conversely, and by way of reciprocity, persons reputedly enemy are authorized 
to comply in France, whether directly or by attorney, with all formalities and to 
execute all obligations necessary to preserve and obtain rights in industrial property. 
(Art. 2.) 

Finally, French nationals, neutrals and allies located in France or in the French 
colonies are authorized to validate their rights at law as against physical or moral 
persons, enemy or reputedly enemy, before the tribunals located in neutral or allied 


countries and to perform the acts necessary for the exercise of these rights. (Decree 
of December 8, 1939.) 


Reciprocity 


The law of October 12, 1942 repeals articles 4 of the decree of November 26, 
1939 and 3 of the law of September 11, 1940, by virtue of which the provisions re- 
lating to the extension of the terms could benefit citizens of foreign countries only 
in so far as these countries grant reciprocity to French citizens. Therefore, the bene- 
fits enumerated above under “Extension of Terms,” are henceforth granted without 


any condition of reciprocity. (See art. 10, “Treatment of enemy goods and rights 
belonging to enemies.’’ ) 


Miscellaneous 


At the request of interested parties and on payment of a tax of 100 francs to the 
Treasury, the issuance of patents of inventions not containing any claim of priority 
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under a convention can be deferred to a date which will be fixed by decree. The 
demand may be formulated after the filing of the patent and may relate also to patents 
filed with the request of postponement of issue to one year. (Law of January 24, 
1941, art. 2.) 

The circular of February 27, 1941 comments on this provision as follows: 


Article 2 enacts a provision which, under present circumstances, has several times 
been requested of the Bureau of Industrial Property. Because of the difficulties of com- 
munication, inventors cannot always, in certain countries, file their patent applications 
within the period of one year provided by the Union Convention of March 20, 1882. Accord- 
ing to the legislation of these countries, their rights are lost if the patent is delivered in 
France before its issuance in these same countries. 

It is provided by said Art. 2 that, on payment of 100 francs in taxes, there will be a 
deferment of the issuance of the patent in France. 

To benefit from this provision, it is sufficient to address to the Office of Industrial 
Property an application on white paper and to show payment of the tax of 100 francs into 
the general Treasury, a receipt from the finance department or from the Comptroller of 
the Office of Industrial Property. 

The suspension of issue obtained under these conditions does not deprive the inventor 
of the right to obtain, thereafter, official copies or even the withdrawal of the patent. 

Furthermore, in order to secure issuance of the patent, it is sufficient for the inventor, 
when the time comes, to notify the Office of Industrial Property that he is about to take 
such action. 

The provision in question is, moreover, provisional and will be suspended at a date to 
be fixed by decree. 


GERMANY 


Extension of Terms 


a. Of Priority 

Germany and Austria—The priority periods provided by international treaties, 
which had not lapsed on August 26, 1939 (date of the coming into effect of the 
Ordinance) will not expire before six months following that date. (Ordinance of 
September 1, 1939, art. 5.) 


b. Other Terms 

Germany.—The terms granted in the procedure in matters of industrial property, 
in force August 26, 1939 are extended by three months. 

The President of the Reich Patent Office is authorized to issue Ordinances in 
further extension of such terms. (Same, art. 2.) 

Austria.—The procedural terms granted by the Austrian Branch of the Reich 
Patent Office and by the Patent Court, as well as, so far as marks are concerned, by 
the Chambers of Industry and Commerce, which were in force on August 26, 1939, 
are extended by three months. The President of the said Branch Office is authorized 


to issue orders in further extension of the terms granted by this Office. (Ordinance 
of September 20, 1939, art. 3.) 


Moratorium 


When the working of a patent or a utility model is prevented or substantially 
hampered by the effects of the war, the Reich Patent Office may grant a respite for 
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the payment of the patent annuities or the tax for the extension of the utility model, 
if it deems the financial situation of the owner is such that he cannot be asked to pay 
it within the terms granted. 

The respite must be requested, by proving the truth of the conditions herein out- 
lined, before the lapsing of the terms which begin to run from the notification of the 
advice provided by article 11, paragraphs 3 and 4 of the patent law, and of article 
4, paragraph 2, of the law on utility models. No appeal is allowed from decisions 
relating to these requests. The renewal of the respite is permitted. It must be re- 
quested before the expiration of the moratorium in force. (Ordinance of January 
10, 1942, art. 1.) 

If, at the expiration of the 18 years’ period of protection, the taxes on patents 
covering the lapsed years have not been entirely paid, the provision mentioned in 
articles 1, 3 and 4, of the patent law can be availed of, even after the eighteenth year. 
(Same, art. 8.) 

Restoration to the Former Status 


Germany. a. Ordinance of September 1, 1939—Persons prevented by extra- 
ordinary circumstances from observing a term, the omission of which results in jurid- 
ical damage, shall be reinstated on request (Art. 43, pars. 2-4, of the patent law) 
to the former status. This advantage, however, will not be granted with regard to 
a term for filing opposition. (Art. 32, 1.1); for appeal from a decision allowing 
the patent in spite of opposition (Art. 34, 1.1), for demanding the cancellation of a 


patent under the terms of articles 13 and 37, and for claiming the right of priority. 

b. Ordinance of November 9, 1940—Any person who has been prevented by 
extraordinary circumstances from observing, as concerns the Reich Patent Office, 
the period (not having lapsed before August 26, 1939) for establishing, under the 
terms of international treaties, a right of priority in favor of a patent application or 
an application for securing the registration of a utility model or of a trade-mark, 
shall be reinstated in the former status on request. 

The same shall apply to terms (not having lapsed before August 26, 1939) for 
filing opposition to the issuance of a patent, or appeal from a decision relating to such 
issuance. The reinstatement is permitted only if the document intended for the ob- 
servance of the term is received by the Reich Patent Office, at the latest, within the 
six weeks which have followed the expiration of the term. 

The provisions of article 43, paragraph 2, phrases 1-3, paragraphs 3 and 4, of the 
patent law shall be applicable by analogy to the reinstatement. 

The term for filing an application for reinstatement will not cease to run before 
the expiration of three months, counting from November 19, 1940 (date of the com- 
ing into force of the Ordinance). 

Austria.—W hoever has been prevented by extraordinary circumstances from ob- 
serving, as concerns the Austrian Branch of the Reich Patent Office, a term the 
omission of which results in juridical damage, shall be reinstated on request to the 
former status. The provisions of the Austrian law of February 20, 1924 are appli- 
cable, with the exception of article 3, which fixes at six months the maximum term 


for an application for reinstatement to the former status. (Ordinance of September 
20, 1939.) 
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Payments For or By Enemies 


On November 14, 1940, the German and French governments concluded an 
arrangement under the terms of which the payments relating to matters of industrial 
property, for example, patents or licenses, copyrights and the rental of films can be 
made (even if the obligation has lapsed before the coming into force of the arrange- 
ment) through the intermediary of the Compensation Service instituted between 
the Reich (including the eastern territories attached, Dantzig, the territories of 
Austria, Malmedy and Moresnet and the Protectorates of Bohemia and Moravia) 
and occupied and unoccupied France (including the colonies, protectorates and the 
Africa nterritories under mandate, as well as the States of Syria and Lebanon. (Cir- 
cular of November 20, 1940.) 


Treatment of Enemy Property and Rights Belonging to Enemies 


Germany and Austria.—lf an enemy State takes, as concerns rights in industrial 
property valid on its territory and belonging to German nationals or to German or- 
ganizations, special measures at variance with those affecting its nationals, the Min- 
ister of Justice will take measures in reprisal. This will be the case where an enemy 
State shall impose special limitations on the acquisition of rights in industrial 
property on the part of German nationals or German organizations. (Ordinance of 
January 15, 1940, art. 26.) 

In the application of these principles and in view of the British law of September 
21, 1939, the government of the Reich has taken, by special Ordinance of February 
26, 1940, measures in reprisal, which have been extended by orders of July 11 and 
17 and August 10, 1940 and April 24, 1941, to Canada, the Union of South Africa, 
Australia, and New Zealand, these countries having issued special measures pat- 
terned on the said British regulations. 

French nationals who reside on German territory, or in Alsace-Lorraine, shall 
not be treated as enemies, under the terms of article 3, of the Ordinance of January 
15, 1940, concerning the treatment of enemy goods, in the following cases: 

1. If they possessed German nationality prior to November 11, 1918. 

2. If they descend, on the paternal or the maternal side, from persons who pos- 
sessed German nationality on November 11, 1918, or 

3. If their spouse fulfills the conditions described under 1 or 2. 

German nationals will not be affected by the limitations cited in the said Ordi- 
nance, if they reside on French occupied territory, in Alsace or in Lorraine. 

The present provisions are not applicable to Jews or to persons deemed Jewish 
under the terms of article 5 of the first Ordinance relating to the law of attribution 
of the status of German citizen, of November 14, 1935, will be considered as being 
Jews, under the conditions provided by article 5 of the said order, Jewish half-breeds 
who possess a French birthplace. (Instructions of September 4, 1941.) 


Reciprocity (in the Matter of the Ordinances of September 1 and 20, 1939) 


Germany.—The provisions relating to the respites for the payment of taxes and 
supplementary taxes in the matter of industrial property, to the reinstatement to the 
former status, to the extension of priority periods, and to the postponement of the 
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publication of patent applications will be applicable to the nationals of foreign States 
only if, and in so far as privileges of the same nature are granted in these States to 
German nationals, under the terms of the announcement appearing in the Reich- 
gesetzblatt. (Ordinance of September 1, 1939.) 

Austria.—The same provisions as to the respites for the payment of taxes and 
supplementary taxes on patents and trade-marks, reinstatement to the former status, 
and postponement of the publication of patent applications. (Ordinance of Septem- 
ber 20, 1939, art. 7.) 

German nationals and nationals of the Protectorate of Bohemia and Moravia 
have been granted the benefits of the facilities provided by sect. 7 of the Ordinance 
of September 1, 1939, containing the provisions relating to patents, utility models 
and trade-marks, by the Ordinance of September 20, 1939, containing provisions 
relating to patents and trade-marks affecting Austria, by article 11, paragraph 2, of 
the Ordinance of the government of the Protectorate of Bohemia and Moravia, of 
February 1, 1940 (No. 59) containing extraordinary measures relating to trade- 
marks ; by sect. 1, line 2, of the Ordinance of the said government, of February 1, 
1940 (No. 96) granting extension of the priority periods in the matter of industrial 
models or designs, and by paragraph 9 of Ordinance of the said government of Feb- 
ruary 1, 1940 (No. 97) containing modification of the patent law and extraordinary 
measures relating to the protection of inventions in the following countries: 

Denmark (Notice of July 23, 1941) ; France (Notice of July 27, 1942) ; Hun- 
gary (Notice of June 25, 1940) ; Norway (Notice of December 4, 1940) ; Switzer- 
land (Notice of May 3, 1940). 

The same is the case in the matter of patents, as to the facilities provided by sect. 
7 of the said Ordinance of September 10, 1939, by the said Ordinance of September 
20, 1939 and by sect. 9 of the said Ordinance of February 1, 1940, in the following 
countries : 

Belgium (Notice of August 22, 1941); Netherlands (Notice of February 22, 
1941) ; Sweden (Notice of July 15, 1942). 


Relating to the Ordinance of November 9, 1940 


Germany and Austria.—The reinstatement to the former status, provided by 
sects. 1 and 2 of this Ordinance, will be granted in favor of foreign nationals only 
on order of the Minister of Justice of the Reich, to be published in the Reichgesetz- 
blatt. Orders of this nature may be modified under the terms of sect. 3, under the 
terms of which reinstatement is excluded if the term had lapsed prior to August 
26, 1939. (Said order, sect. 4.) 

Orders of this nature have been published with respect to the following countries : 

Belgium (Notice of July 13, 1942) ; Denmark (Notice of July 23, 1941) ; France 
(Notice of July 27, 1942); Hungary (Notice of November 20, 1940); Norway 
(Notice of July 8, 1941); Netherlands (Notice of January 13, 1941); Slovakia 
(Notice of August 11, 1942) ; Sweden (Notice of November 20, 1940) ; Switzerland 
(Notices of November 20, 1940 and January 20, 1941). 
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Relating to the Ordinance of January 10, 1942 


The provisions of sect. 1 are applicable to foreign nationals only in so far as 
they are admitted to the benefits of the provisions of sect. 3 of the Ordinance of Sep- 
tember 1, 1939. 

The Minister of Justice of the Reich can order the application of the provisions 
of sects. 2 and 3 of the said Ordinance of January 10, 1942 in favor of nationals of a 
foreign State, if the latter grants to German patentees an extraordinary extension 
corresponding to the duration of their patents. This measure will be published in 
the Reichgesetzblatt. (Order of January 10, 1942, sect. 9.) 


Miscellaneous 


Inventor's designation.—If the applicant shows convincingly that extraordinary 
difficulties of communication with a foreign country are preventing him from making 
at the proper time the declaration specified in sect. 26, line 6, of the patent law of 
May 5, 1936, the Reich Patent Office will permit him to furnish the required evidence 
and assurance after the decision relating to the publication of the application, but 
before that relating to the delivery of the patent. (Order of November 9, 1940, 
sect. 6.) 


Extension of the Duration of Patents and Restoration of Lapsed Patents 


Patents delivered on application filed at the Reich Patent Office, or at the Patent 
Office in Vienna, which would lapse on the day of promulgation of the Ordinance of 
January 10, 1942, concerning extraordinary measures in the matter of patents, and 
utility models, or at a later date, by the expiration of their period of protection of 
18 years, will remain in force (said order, sect. 2). Patents of the nature described 
which have lapsed after September 30, 1940, by expiration of the period of protection 
of 18 years, may be restored on demand of the last proprietor, unless he was, at 
the moment of expiration of the Patent, a foreigner or a person having his legal resi- 
dence abroad. The application for restoration must be filed with the Reich Patent 
Office in the three months following the coming into effect of the order mentioned 
of January 10, 1942. Persons who have exploited the invention in the period be- 
tween the lapsing and the restoration of the patent will not be authorized to continue 
the exploitation. Nevertheless, the products the manufacture of which has begun in 
the said period may be finished after the restoration of the patent. These products, 
as well as those manufactured in the said period, will continue in the future to be 
put in trade, stored and utilized for commercial ends. (Same, sect. 5.) 

The extension of the period of protection and restoration shall have no effect with 
regard to the working of an invention for the needs of the Reich, even though foreign 
shops take part in the work. (Same, sect. 5.) 

The Minister of Justice of the Reich will fix the moment of expiration of the 
patents thus extended or restored. (Same, sect. 6.) 

No patent annuity is due for the period subsequent to the normal period of 18 
years. (Same, sect. 7.) 

If a license contract has been passed for a period extending to the expiration of 
the patent, it extends to the end of the period provided by sects. 2 or 3 of the order 
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publication of patent applications will be applicable to the nationals of foreign States 
only if, and in so far as privileges of the same nature are granted in these States to 
German nationals, under the terms of the announcement appearing in the Reich- 
gesetzblatt. (Ordinance of September 1, 1939.) 

Austria.—The same provisions as to the respites for the payment of taxes and 
supplementary taxes on patents and trade-marks, reinstatement to the former status, 
and postponement of the publication of patent applications. (Ordinance of Septem- 
ber 20, 1939, art. 7.) 

German nationals and nationals of the Protectorate of Bohemia and Moravia 
have been granted the benefits of the facilities provided by sect. 7 of the Ordinance 
of September 1, 1939, containing the provisions relating to patents, utility models 
and trade-marks, by the Ordinance of September 20, 1939, containing provisions 
relating to patents and trade-marks affecting Austria, by article 11, paragraph 2, of 
the Ordinance of the government of the Protectorate of Bohemia and Moravia, of 
February 1, 1940 (No. 59) containing extraordinary measures relating to trade- 
marks ; by sect. 1, line 2, of the Ordinance of the said government, of February 1, 
1940 (No. 96) granting extension of the priority periods in the matter of industrial 
models or designs, and by paragraph 9 of Ordinance of the said government of Feb- 
ruary 1, 1940 (No. 97) containing modification of the patent law and extraordinary 
measures relating to the protection of inventions in the following countries: 

Denmark (Notice of July 23, 1941) ; France (Notice of July 27, 1942) ; Hun- 
gary (Notice of June 25, 1940) ; Norway (Notice of December 4, 1940) ; Switzer- 
land (Notice of May 3, 1940). 

The same is the case in the matter of patents, as to the facilities provided by sect. 
7 of the said Ordinance of September 10, 1939, by the said Ordinance of September 
20, 1939 and by sect. 9 of the said Ordinance of February 1, 1940, in the following 
countries : 

Belgium (Notice of August 22, 1941); Netherlands (Notice of February 22, 
1941) ; Sweden (Notice of July 15, 1942). 


Relating to the Ordinance of November 9, 1940 


Germany and Austria.—The reinstatement to the former status, provided by 
sects. 1 and 2 of this Ordinance, will be granted in favor of foreign nationals only 
on order of the Minister of Justice of the Reich, to be published in the Reichgesetz- 
blatt. Orders of this nature may be modified under the terms of sect. 3, under the 
terms of which reinstatement is excluded if the term had lapsed prior to August 
26, 1939. (Said order, sect. 4.) 

Orders of this nature have been published with respect to the following countries : 

Belgium (Notice of July 13, 1942) ; Denmark (Notice of July 23, 1941) ; France 
(Notice of July 27, 1942); Hungary (Notice of November 20, 1940); Norway 
(Notice of July 8, 1941); Netherlands (Notice of January 13, 1941); Slovakia 
(Notice of August 11, 1942) ; Sweden (Notice of November 20, 1940) ; Switzerland 
(Notices of November 20, 1940 and January 20, 1941). 
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Relating to the Ordinance of January 10, 1942 


The provisions of sect. 1 are applicable to foreign nationals only in so far as 
they are admitted to the benefits of the provisions of sect. 3 of the Ordinance of Sep- 
tember 1, 1939. 

The Minister of Justice of the Reich can order the application of the provisions 
of sects. 2 and 3 of the said Ordinance of January 10, 1942 in favor of nationals of a 
foreign State, if the latter grants to German patentees an extraordinary extension 
corresponding to the duration of their patents. This measure will be published in 
the Reichgesetzblatt. (Order of January 10, 1942, sect. 9.) 


Miscellaneous 


Inventor’s designation.—lf the applicant shows convincingly that extraordinary 
difficulties of communication with a foreign country are preventing him from making 
at the proper time the declaration specified in sect. 26, line 6, of the patent law of 
May 5, 1936, the Reich Patent Office will permit him to furnish the required evidence 
and assurance after the decision relating to the publication of the application, but 
before that relating to the delivery of the patent. (Order of November 9, 1940, 
sect. 6.) 


Extension of the Duration of Patents and Restoration of Lapsed Patents 


Patents delivered on application filed at the Reich Patent Office, or at the Patent 
Office in Vienna, which would lapse on the day of promulgation of the Ordinance of 
January 10, 1942, concerning extraordinary measures in the matter of patents, and 
utility models, or at a later date, by the expiration of their period of protection of 
18 years, will remain in force (said order, sect. 2). Patents of the nature described 
which have lapsed after September 30, 1940, by expiration of the period of protection 
of 18 years, may be restored on demand of the last proprietor, unless he was, at 
the moment of expiration of the Patent, a foreigner or a person having his legal resi- 
dence abroad. The application for restoration must be filed with the Reich Patent 
Office in the three months following the coming into effect of the order mentioned 
of January 10, 1942. Persons who have exploited the invention in the period be- 
tween the lapsing and the restoration of the patent will not be authorized to continue 
the exploitation. Nevertheless, the products the manufacture of which has begun in 
the said period may be finished after the restoration of the patent. These products, 
as well as those manufactured in the said period, will continue in the future to be 
put in trade, stored and utilized for commercial ends. (Same, sect. 5.) 

The extension of the period of protection and restoration shall have no effect with 
regard to the working of an invention for the needs of the Reich, even though foreign 
shops take part in the work. (Same, sect. 5.) 

The Minister of Justice of the Reich will fix the moment of expiration of the 
patents thus extended or restored. (Same, sect. 6.) 

No patent annuity is due for the period subsequent to the normal period of 18 
years. (Same, sect. 7.) 

If a license contract has been passed for a period extending to the expiration of 
the patent, it extends to the end of the period provided by sects. 2 or 3 of the order 
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of January 10, 1942. However, the licensee may denounce the contract, within the 
six months following the coming into effect of the order, for the extension period. If 
the modification or the fulfilling of the conditions of the contract are indicated, by 
the circumstances of the case, for the period of prolongation of the term of protec- 
tion, any interested party may demand the intervention of the Kammergericht (with 
right of appeal to the Reichsgericht). These provisions are applicable by analogy 
to the right to utilize an invention under the terms of sect. 14, line 3, of the law re- 
lating to patents and compulsory licenses. (Same, sects. 10-12.) 


Postponement of the Publication of Patent Applications 


The publication of a patent application may be postponed beyond the maximum 
term provided by sect. 30 of the German law, or by sect. 57 of the Austrian patent 
law. (Ordinance of September 1, 1939, sect. 6; Ordinance of September 20, 1939, 
sect. 6.) 


GREAT BRITAIN 


Extension of Terms and Restoration 


Subject to conditions he may deem opportune, the Comptroller may extend, even 
in favor of enemies, any term provided for the performance of an act, if he is con- 
vinced that the performance of the act within such term has been prevented by the 
fact that the person was called to the colors, or by any other circumstance due to the 
existence of a state of war, which justifies the extension of the term, or that the per- 
formance would, by reason of circumstances due to the existence of a state of war, 
be of a nature to injure the rights or the interests of the person concerned or the 
public interest. 

The extension may be for any period which the Comptroller shall deem fitting 
and may be accorded notwithstanding ihe expiration of the term before the filing 
of application for extension, or in spite of the fact that the failure to perform the act 
within the term granted has brought about the suspension or expiration, the nullity 
or invalidation of the application, patent, registration or of the proceeding in the 
case, or that these have been regarded as having been abandoned. (Act of Septem- 
ber 21, 1939, sect. 6.) 


Payments For or By Enemies 

The Board of Trade authorizes: 

1. The payment to the Patent Office of any tax due within the United Kingdom, 
for the renewal of a patent or the registration of a design or a trade-mark belonging 
wholly or in part to an enemy, on condition that the payment be made by a person, 
or on account of a person who (a) is not an enemy, and (b) is the owner of a license 
relating to the patent or the use of a design, or joint owner of the patent, design 
or trade-mark or a registered user of the mark; 

2. The payment to the Patent Office for the account 

a. ofa person who isa British subject or who is a citizen of an allied country, 
and who is an enemy only because he resides in territory under the occupation of a 
Power with which His Majesty is at war; 
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b. of an association of persons controlled by such person ; 
c. of any tax due within the United Kingdom relating to a patent application 
or renewal of patent or the registration or renewal of a design or a trade-mark ; 

3. The payment to a non-enemy person of his charges and disbursements relat- 
ing to a payment authorized by articles 1 and 2 as above. (Order of October 10, 
1942.) 


Treatment of Enemy Property and Rights Belonging to Enemies 


Neither a license (valid in ordinary times) relating to a patent or to the making 
of a registered design, nor a contract made on this subject, will be invalidated for the 
reason that the proprietor or any other interested person is an enemy. However, the 
delivery or assignment of a license of the character described, or a contract relating 
thereto will not be valid if they are executed during the existence of a state of war 
and are contrary to the emergency legislation. If an enemy or an enemy subject is, 
or has been after September 3, 1939, the owner of a patent or of a registered design, 
or if he is entitled to claim an interest in this matter other than that of a licensee, 
the Comptroller may, at the request of the licensee or any other interested party, 
issue an order relating to the revocation of the license or to the revocation or modifi- 
cation of any condition attached thereto or of a contract relating thereto. He may 
also revoke or modify orders of this nature. (Act of September 21, 1939, sect. 1.) 

In the aforementioned conditions, the Comptroller may, if he is convinced that it 
is fitting that the rights conferred by the patent should be exercised or that the design 
should be applied, and if a nonenemy person desires to and is able to exercise these 
rights, issue at the request of this person, an order conceding to him, under the con- 
ditions which he shall deem proper, a license relating to the patent or the design, for 
the expired term, or for a shorter period which he deems fitting. He may also modify 
or revoke orders of this kind. Every order granting a license of the nature described 
will have its effect as if it had been incorporated in a license contract legally drawn 
up between the parties. Consequently, it will have the effect of dispossessing any of 
them of every right, whose exercise does not conform to the conditions of the license. 
These orders and these licenses may be modified by subsequent orders, if the licensee 
requests it, or if the Comptroller considers the modification just and equitable, in 
view of events that have taken place during the interval, or because the public in- 
terest demands it. The revocation will be ordered, if the licensee demands it, if 
the Comptroller considers that the order and the license have been due to an in- 
accurate statement, whether intentional or not, or to the fact that he was not aware of 
the material circumstances; if the licensee has neglected to observe all the condi- 
tions of the license or to conform to all its terms or to exploit the license in such a 
way as to satisfy all reasonable needs of the public, or if he has fixed unreasonable 
or excessive prices in relation to his activities resulting from the license ; if the Comp- 
troller considers that the revocation is just and equitable in view of supervening 
events, or because the public interest requires it. (Same, sect. 2.) 

If a license is in force relating to a patent, by virtue of an order issued under the 
terms of sect. 2 of the Act of September 21, 1939, or if the Comptroller proposes to 
issue such an order and if it is explained to him that it is difficult or impossible to 
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of January 10, 1942. However, the licensee may denounce the contract, within the 
six months following the coming into effect of the order, for the extension period. If 
the modification or the fulfilling of the conditions of the contract are indicated, by 
the circumstances of the case, for the period of prolongation of the term of protec- 
tion, any interested party may demand the intervention of the Kammergericht (with 
right of appeal to the Reichsgericht). These provisions are applicable by analogy 
to the right to utilize an invention under the terms of sect. 14, line 3, of the law re- 
lating to patents and compulsory licenses. (Same, sects. 10-12.) 


Postponement of the Publication of Patent Applications 


The publication of a patent application may be postponed beyond the maximum 
term provided by sect. 30 of the German law, or by sect. 57 of the Austrian patent 
law. (Ordinance of September 1, 1939, sect. 6; Ordinance of September 20, 1939, 
sect. 6.) 


GREAT BRITAIN 


Extension of Terms and Restoration 


Subject to conditions he may deem opportune, the Comptroller may extend, even 
in favor of enemies, any term provided for the performance of an act, if he is con- 
vinced that the performance of the act within such term has been prevented by the 
fact that the person was called to the colors, or by any other circumstance due to the 
existence of a state of war, which justifies the extension of the term, or that the per- 
formance would, by reason of circumstances due to the existence of a state of war, 
be of a nature to injure the rights or the interests of the person concerned or the 
public interest. 

The extension may be for any period which the Comptroller shall deem fitting 
and may be accorded notwithstanding the expiration of the term before the filing 
of application for extension, or in spite of the fact that the failure to perform the act 
within the term granted has brought about the suspension or expiration, the nullity 
or invalidation of the application, patent, registration or of the proceeding in the 
case, or that these have been regarded as having been abandoned. (Act of Septem- 
ber 21, 1939, sect. 6.) 


Payments For or By Enemies 


The Board of Trade authorizes: 

1. The payment to the Patent Office of any tax due within the United Kingdom, 
for the renewal of a patent or the registration of a design or a trade-mark belonging 
wholly or in part to an enemy, on condition that the payment be made by a person, 
or on account of a person who (a) is not an enemy, and (b) is the owner of a license 
relating to the patent or the use of a design, or joint owner of the patent, design 
or trade-mark or a registered user of the mark; 

2. The payment to the Patent Office for the account 

a. ofa person who is a British subject or who is a citizen of an allied country, 
and who is an enemy only because he resides in territory under the occupation of a 
Power with which His Majesty is at war ; 
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b. of an association of persons controlled by such person ; 
c. of any tax due within the United Kingdom relating to a patent application 
or renewal of patent or the registration or renewal of a design or a trade-mark; 
3. The payment to a non-enemy person of his charges and disbursements relat- 
ing to a payment authorized by articles 1 and 2 as above. (Order of October 10, 
1942.) 


Treatment of Enemy Property and Rights Belonging to Enemies 


Neither a license (valid in ordinary times) relating to a patent or to the making 
of a registered design, nor a contract made on this subject, will be invalidated for the 
reason that the proprietor or any other interested person is an enemy. However, the 
delivery or assignment of a license of the character described, or a contract relating 
thereto will not be valid if they are executed during the existence of a state of war 
and are contrary to the emergency legislation. If an enemy or an enemy subject is, 
or has been after September 3, 1939, the owner of a patent or of a registered design, 
or if he is entitled to claim an interest in this matter other than that of a licensee, 
the Comptroller may, at the request of the licensee or any other interested party, 
issue an order relating to the revocation of the license or to the revocation or modifi- 
cation of any condition attached thereto or of a contract relating thereto. He may 
also revoke or modify orders of this nature. (Act of September 21, 1939, sect. 1.) 

In the aforementioned conditions, the Comptroller may, if he is convinced that it 
is fitting that the rights conferred by the patent should be exercised or that the design 
should be applied, and if a nonenemy person desires to and is able to exercise these 
rights, issue at the request of this person, an order conceding to him, under the con- 
ditions which he shall deem proper, a license relating to the patent or the design, for 
the expired term, or for a shorter period which he deems fitting. He may also modify 
or revoke orders of this kind. Every order granting a license of the nature described 
will have its effect as if it had been incorporated in a license contract legally drawn 
up between the parties. Consequently, it will have the effect of dispossessing any of 
them of every right, whose exercise does not conform to the conditions of the license. 
These orders and these licenses may be modified by subsequent orders, if the licensee 
requests it, or if the Comptroller considers the modification just and equitable, in 
view of events that have taken place during the interval, or because the public in- 
terest demands it. The revocation will be ordered, if the licensee demands it, if 
the Comptroller considers that the order and the license have been due to an in- 
accurate statement, whether intentional or not, or to the fact that he was not aware of 
the material circumstances; if the licensee has neglected to observe all the condi- 
tions of the license or to conform to all its terms or to exploit the license in such a 
way as to satisfy all reasonable needs of the public, or if he has fixed unreasonable 
or excessive prices in relation to his activities resulting from the license ; if the Comp- 
troller considers that the revocation is just and equitable in view of supervening 
events, or because the public interest requires it. (Same, sect. 2.) 

If a license is in force relating to a patent, by virtue of an order issued under the 
terms of sect. 2 of the Act of September 21, 1939, or if the Comptroller proposes to 
issue such an order and if it is explained to him that it is difficult or impossible to 









sd 


22 WAR MEASURES OF FOREIGN COUNTRIES 


design a product or a substance manufactured according to the patent, or thereto, 
without using a registered mark relating to them, or an unregistered mark, of which 
use is made in connection with them, the Comptroller may, under the terms of sub- 
section 2 of sect. 3 of the said Act, issue an order respecting the mark at the request 
of the licensee or of the person in favor of whom he proposes to issue an order 
granting a patent license, as the case may be. The Comptroller may thus act in 
spite of the fact that the mark has not belonged to an enemy or to an enemy subject, 
or that it has not been registered in his name, as is prescribed under sub-section 1 
of the said sect. 3. (Order of July 24, 1940.) 

If it is explained to the Comptroller that it is difficult or impossible to design a 
product or a substance, or to refer thereto, without using a registered mark con- 
nected therewith, at any time after September 3, 1939, in favor of an enemy or an 
enemy subject, or a mark which was, at any moment subsequent to the said date, the 
property of an enemy or an enemy subject, the Comptroller may order, at the request 
of the interested party, that the right of using the mark be suspended, in so far as, 
and for the period necessary to permit the applicant to make well known and estab- 
lish a designation of the product or substance in which he proposes to deal, or a 
means of reference to the latter, not implying the use of the mark, a designation or 
means of reference which shall be placed at the disposition of the public, if the Comp- 
troller so directs. He may also modify or revoke the orders of this nature. (Act 
of September 21, 1939, sect. 3; Order of July 24, 1940, No. 2.) 

The provisions of the preceding paragraph will be applicable, with necessary 
modifications, to unregistered marks, as well as to registered marks. (Order of July 
24, 1940, sect. 1.) 

It will be permissible to issue a patent, or to register a design or a mark on the 
application of an enemy. However, the interested party shall not have the right to 
the delivery of the certificate and his rights will be subject to the regulations appli- 
cable to enemy subjects. In every case where he considers it desirable in the public 
interest, the Comptroller can refuse to initiate or suspend the procedure respecting 
an application filed by an enemy for the purpose of obtaining the issue of a patent or 
the registration of a design or a trade-mark. (Act of September 21, 1939, sect. 4.) 


Reciprocity 


British emergency legislation contains no provision on this point, save that which 
relates to the Act of February 26, 1942. (See below under “Miscellaneous”). This 
will apply only with respect to a “convention country” and on condition that the 
Board of Trade is convinced that provisions corresponding substantially to those 
in the United Kingdom have been or will be made by virtue of the legislation of that 
country. 


Miscellaneous 


a. Regulations of October 6, 1939 

Applications for the grant of a patent or of a design or trade-mark, filed by 
enemies, before or after the opening of hostilities, will be furthered, if possible, during 
the war, but shall not pass the stages set forth below: 
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Patents—As far as the acceptance of the complete specification (including therein 
the disclosure of the application and its supplements) ; 
Designs—As far as the registration, not including the latter ; 


Trade-Marks 
latter. (Sect. 1.) 

Neither oppositions to the grant of patents or the registration of trade-marks, 
nor applications for the revocation of patents, the cancellation of designs or the 
rectification of entries in the Register of Trade-Marks will be accepted during 
the war, if they emanate from an enemy. (Sect. 2, 1.1.) 

Oppositions filed by non-enemy persons to applications of enemies, as well as 
applications for the revocation of patents, the cancellation of designs or the rectifica- 
tion of entries in the Register of Trade-Marks belonging to enemies or concerning 
them may be filed. They will be examined in each case in the light of the wishes of 
the parties and of the public interest and the applicant or enemy owner will be noti- 
fied, if possible. (Same, line 2.) 





As far as the order relating to publication, but not including the 


b. Act of February 26, 1942 


In section 18 of the Patents and Designs Act (concerning the extension of the 
duration of patents), the following sub-section (7) is inserted after sub-section (6) 
concerning cases where the patentee shall have sustained, as such, some loss or 
damage by reason of hostilities between His Majesty and a foreign State: 

“7. Where an application is made under subsection (6) of this section: 


a. the power conferred on the court by the proviso to subsection (i) of this sec- 
tion to allow the application to be made at such time as the court may in its discre- 
tion think fit shall be exercisable free from the restriction imposed by that proviso 
that the time allowed must be not later than the time limited for the expiration of 
the patent, if the court is satisfied that the allowance of a time later than the expiration 
thereof is justified by the patentee’s having been prevented from making the applica- 
tion by being on active service or by other circumstances arising by reason of hos- 
tilities between His Majesty and any foreign State; 

b. an order may be made notwithstanding that the term of the patent may have 
been previously extended, or that a new patent for the invention may have been pre- 
viously granted, by one or more orders made under this section, and notwithstanding 
that the previous order, or one of the previous orders, may have been made otherwise 
than pursuant to an application under subsection (6) of this section ; 

c. the restriction imposed by subsection (5) of this section on the length of the 
further term for which a patent may be extended shall not have effect, but the term 
granted by an order, whether by way of extension or grant of a new patent, shall 
not exceed ten years, and, where two or more orders are made pursuant to applica- 
tions under subsection (6) of this section in relation to the same invention, the aggre- 
gate of the terms thereby granted, whether by way of extension or grant of a new 
patent, shall not exceed ten years. 

When it is a question of a patent due to expire after September 3, 1939, but before 
the lapse of six months computed from the promulgation of the present Act, an ap- 
plication based on sub-section 6 of section 18 of the Patent and Designs Act may be 
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filed at any time during such six months and the Court may permit its filing at any 
date it deems opportune, if it is convinced that the fact of permitting a date subse- 
quent to the expiration of the said six months is justified by reason of the impos- 
sibility of the applicant’s presenting his application because he is in active service, 
or because of other circumstances due to hostilities between His Majesty and a 
foreign State. (Same, par. 2.) 

After section 91A of the Patent and Designs Act there are inserted the following 
sub-sections : 

“91B. 1. The Board of Trade may, as respects any Convention country, if they 
are satisfied that provisions substantially equivalent to the provision to be made by 
or under this section have been or will be made under the law of that country, make 
rules empowering the Comptroller to extend the time for making application under 
section ninety-one of this Act for the granting, in priority to other applicants, of a 
patent for an invention, or for the registration, in priority to other applicants, of 
a design, in any case where the person who applied for protection in the Convention 
country or his legal representative or assignee has been prevented by the law, or by 
the action of the government of the Convention country from making application 
under the said section ninety-one within the time allowed by that section. 

2. Rules made under this section : 

a. may, where any agreement or arrangement has been made between His Maj- 
esty’s government in the United Kingdom and the government of the Convention 
country for the supply or mutual exchange of information or articles, provide, either 
generally or in any class of cases specified in the rules, that an extension of time shall 
not be granted under this section unless the invention or design has been communi- 
cated in accordance with the agreement or arrangement ; 

b. may, either generally or in any class of cases specified in the rules, fix the 
maximum extension which may be granted under this section and provide for re- 
ducing the term of any patent granted on an application made by virtue of this sec- 
tion, and (notwithstanding anything in section sixty-five of, or the First Schedule 
to, this Act) vary, with the approval of the Treasury, the times for the payment of 
renewal fees in respect of such a patent and the amount of such fees; 

c. may prescribe or allow any special procedure in connection with applications 
made by virtue of this section ; 

d. may empower the Comptroller, as respects any application made by virtue 
of this section, to substitute for the period of eighteen months specified in the proviso 
to subsection (4) of the said section ninety-one (which provides that if on an appli- 
cation under that section for a patent a complete specification is not accepted within 
eighteen months from the application, or earliest application, for protection in the 
Convention country, the specification shall be open to public inspection at the end 
of that period) such other period as appears to him expedient ; 

e. may empower the Comptroller to extend, subject to such conditions, if any, 
as may be imposed by or under the rules, the time limited by or under the foregoing 
provisions of this Act for doing any act in relation to an application made by virtue 
of this section; 

f. may provide for securing that the rights conferred by a patent granted or reg- 
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istration made on an application made by virtue of this section shall be subject to 
such restrictions or conditions as may be specified by or under the rules and in par- 
ticular that where, otherwise than as the result of any communication made in 
accordance with such an agreement or arrangement as is mentioned in paragraph 
(a) of this subsection, and before the date of the application in question or such later 
date as may be allowed by the exercised or vended, or the design applied, by any 
person (including a person acting on behalf of His Majesty), or application for a 
patent for the invention or for registration of the design has been made by any such 
person as aforesaid, the rights conferred by a patent granted, or registration made, 
upon the first-mentioned application shall be subject to such conditions and reserva- 
tions for the protection of that person as may be specified by or under the rules. 

91C. Where an agreement or arrangement has been made between His Maj- 
esty’s government in the United Kingdom and the government of another country 
for the supply or mutual exchange of information or articles, and the Board of Trade 
are satisfied that provisions substantially equivalent to the provision to be made by 
or under this section has been or will be made under the law of that country, the 
Board may make rules to secure that the communication, in accordance with the 
agreement or arrangement, of an invention or design, or the application, making, use, 
exercise or vending of an invention, or publication or application of a design, in con- 
sequence of such communication, shall not prejudice any application for a patent 
for the invention or registration of the design, being an application made by a per- 
son from whom the invention or design was so communicated or the legal repre- 
sentative or assignee of such a person, or invalidate the grant on such an application 
of a patent for the invention or the registration on such an application of the design. 

91D. 1. Any rules made in pursuance of the last two preceding sections shall 
be advertised twice in the Official Journals (Patents) and shall be laid before both 
Houses of Parliament as soon as practicable after they are made, and if either House 
of Parliament, within the next forty days after any such rules have been laid before 
that House, resolves that the rules or any of them are to be annulled, the rules to 

which the resolution applies shall after the date of such resolution be of no effect, 
without prejudice to the validity of anything done in the meantime under the rules 
or to the making of any new rules. 

2. Rules made by the Board of Trade under either of the last two preceding 
sections, and any order made, direction given, or other action taken under the rules 
by the comptroller, may be made, given or taken so as to have effect as respects 
things done or omitted to be done on or after such date, whether before or after the 
coming into operation of the rules, as may be specified in the rules.” 

This last named power includes the power of indicating a date prior to the coming 
into effect of the Act of February 26, 1941. (Sect. 3.) 


HUNGARY 


Extension of Terms 


Every person who has been prevented, by military service or by an unforseen 
obstacle due to the war, from performing, within the term provided, an act neces- 
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sary for the establishment of a right respecting a patent, a trade-mark or an in- 
dustrial design or model, or the omission of which has as a consequence that a right 
of this kind may be acquired only with a different priority, or that a right acquired 
loses its validity, wholly or in part, may apply for granting of a new term, more 
extended, on condition that the term shall have expired after August 31, 1939. (Sect. 
1.) 

Applications shall be addressed (through the intermediary of an agent, if the 
applicant is not domiciled in the country) to the authority before whom the act 
omitted should have been performed, within three months, counting from the notice 
relating to the omission, or, alternately, within the three months following the re- 
moval of the obstacle. No claim based on the omission of the said notice will be ad- 
mitted. (Sect. 2.) 

They shall be obliged to indicate the facts constituting the obstacle, together with 
documentary proof in support thereof. (Sect. 3.) 

The decision will be made by the competent authority for passing on the legal 
consequences of the omission. If this authority is the Chamber of Commerce and 
Industry, the latter shall forward the application, with its advice, to the appeals sec- 
tion of the Royal Hungarian Patent Office, which shall decide the matter as seems 
fitting. (Sect. 4.) 

When considering the question whether it is proper to grant an extension of 
term and what should be its duration, one must take account of all the circumstances. 
(Same, par. 2.) 

Every decision of the applications section may be appealed, within fifteen days, 
before the juridical section. Final decision shall rest with the Royal Hungarian 
Patent Office. (Same, par. 3.) 


Reciprocity 


The above provisions shall be applicable to foreigners only in so far as the country 
where they are domiciled or of which they are citizens accords similar treatment to 
Hungarian citizens. (Sect. 1, par. 2.) 


INDO-CHINA 


(See above under France.) 


IRAN 


All patents and trade-marks registered in Iran are protected by the law, as before 
the war. 

The Government has not yet issued a moratorium, either for the payment of taxes 
for the working of patents, or for the renewal of the registration of trade-marks. 

However, the Director-General of the Registration Office has issued a circular 
according to which patent annuities may be paid after the legal delay of six months, 
if the delay in carrying out the owner’s instructions is due to the irregularity of the 
mails. In this case, it will be necessary to present the said instructions, proving that 
the owner or his agent has thought in time about the payment of the annuity. 

The juridical section of the Ministry of Justice is considering a special law to be 
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enacted at the conclusion of hostilities, in the interest of owners of patents and marks 
not renewed at the proper time because of force majeure. 


IRAQ 


Miscellaneous 


By virtue of the Act No. 63 of 1940, the application of article 14, letter (d), of 
the Trade-Mark Law has been suspended in all cases of force majeure due to the 
war. 

Consequently, it is no longer permitted, in time of war and in the above cases, 
to apply for the cancellation of a mark on the ground that the “good will of the busi- 
ness establishment no longer exists, because the owner has abandoned the products 
relative thereto.” 


ICELAND 


Extension of Terms 


For the duration of the present war, the protection of foreign trade-marks the 
renewal of which is required under the terms of article 3 of the Trade-Mark Law of 
1903, will be preserved, even if the notification prescribed by paragraph 2 of the 
said article has not been received by the Registrar within the proper time. (Art. 1, 
par. 1.) 

As long as the present provision remains in force, it will be permissible to renew 
the registration of foreign marks, even if the notification relative thereto is made 
after the expiration of the term provided by the said article of the law. (Same, par. 
2.) 

The renewal of protection shall date from the day when the period of the prior 
protection (as it is defined by the trade-mark law), has expired. 

If war conditions are changed so that communications are eased up to the point 
where it is no longer necessary to apply the provisions of the first article, the provi- 
sions of article 3 below shall become applicable. (Art. 2.) 

At the end of the war, or as soon as the conditions envisaged by article 2 are 
realized, the Minister of Industry and Communications shall announce—by an order 
to be published in the Official Gazette—the term to be observed when applying for 
the renewal, a term at the expiration of which protection shall lapse, unless the 
Trade-Mark Registrar has received the notice of renewal in time. (Art. 3.) 


ITALY 


Suspension of Terms 


The terms of statutes of limitation and peremptory terms, legal or con- 
ventional, which imply the lapse of a right, an action or defense, and which fall dur- 
ing the period of application of the present law, are suspended as relates to persons 
belonging to the armed forces of the State called to the colors, or to persons who 
find themselves, for reasons of military service, at the heels of the said forces. (De- 
cree of July 8, 1938, art. 130, par. 1.) 








28 WAR MEASURES OF FOREIGN COUNTRIES 


The suspended terms shall begin to run again on the ninetieth day following the 
date on which the soldiers or the persons above mentioned shall have ceased to be, 
respectively, in the conditions described above, and, in every case, on the ninetieth 
day following the date on which the law of war shall have ceased to be in effect. 
(Same, par. 2.) 


Payments For or By Enemies 


a. Principle 

There may be issued by decree provisions for authorizing the necessary payments 
for keeping in force, on enemy territory or territory occupied by enemy armed forces, 
or in favor of persons of enemy nationality, patents, models, trade-marks, contracts 
of insurance or reinsurance or any other right. 


b. Application 

Authority is granted for the payments necessary to maintain in force, on enemy 
territory, patents, models, trade-marks and any other industrial or commercial 
property. (Decree of November 16, 1940.) 


Treatment of Enemy Property and Rights Belonging to Enemies 


Persons of enemy nationality preserve fully their civil capacity and the free exer- 
cise of their rights, subject to the limitations established by the law. They retain the 
right of appearing in court as plaintiffs and defendants. If a person of enemy na- 
tionality is made the object of a judicial action before a competent authority, the 
latter shall name a person to represent him, if he considers the party not able to pro- 
vide suitably for his defense. (Decree of July 8, 1938, art. 280.) 


Miscellaneous 


There remain suspended, during the period of application of the present law, the 
issuance, in favor of persons of enemy nationality, of certificates of patents, as well 
as of the registration of models or designs and of the assignments of patents and 
trade-marks. (Same, art. 313.) 


JUGO-SLAVIA 


Extension of Terms 
a. Priority Periods 

The priority periods provided by article 4 of the Union Convention for patents, 
designs, models, or trade-marks are extended for six months counting from Septem- 
ber 30, 1941, provided they had not lapsed prior to August 27, 1939. (Ordinance of 
July 11, 1941, art. 1.) 

These periods are again extended for six months counting from July 21, 1942. 
These extensions will inure also to applicants whose applications have been filed 
after the lapsing of the periods provided by article 4 of the said Convention, without 
claiming the right of priority, on condition that the period had not expired before 
August 27, 1939. (Ordinance of June 11, 1941.) 
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b. Other Terms 

The terms granted by the law for the protection of industrial property of Feb- 
ruary 17, 1922, as well as the terms granted by the Office of Industrial Property, 
are extended three months counting from September 30, 1941, provided they had 
not lapsed before April 1, 1941. (Ordinance of August 16, 1941, art. 2.) 

These terms are again extended for three months counting from July 21, 1942. 
(Ordinance of June 11, 1942, art. 2.) 

The terms for the payment of tax annuities and supplementary taxes in patent, 
design or model, and trade-mark matters are extended three months counting from 
September 31, 1941, provided they had not lapsed prior to April 1, 1941. (Ordinance 
of August 16, 1941, art. 3.) 

These terms are extended again for three months, beginning July 21, 1942. 
(Ordinance of June 11, 1942, sect. 3.) 

The owners of industrial property rights whose finances have been affected by 
the war to such a degree that they are not in a position to pay the annual taxes, can 
request from the Office of Industrial Property a moratorium of one year at most. The 
President of the Office decides on requests of this nature, taking into consideration 
the financial status of the applicant. The request for the moratorium must be filed 
before the expiration of the delay granted for effecting payment. The decision is 
without appeal. A subsequent moratorium may be granted under the same condi- 
tions. (Ordinance of August 16, 1941, art. 4.) 


Restoration to Former Status 


Anyone who has been prevented by extraordinary circumstances from observing 
—as regards the Office of Industrial Property—a term the non-compliance with which 
results in damage, under the terms of the laws on patents, designs or models, and 
trade-marks, will be reinstated on request to the former status. (Ordinance of 
August 16, 1941, art. 5.) 

The reinstatement must be requested in writing to the Office of Industrial 
Property during the three months following the removal of the obstacle. The 
omitted act must be consummated during this term. The request shall indicate the 
grounds on which it is based. Proof of the existence of these facts shall be fur- 
nished, unless the Office is aware of this. Requests of this character are subject to 
the tax fixed by section 158 No. 9, of the law for the protection of industrial property. 
Every request for the reinstatement involving the term for filing opposition (Art. 
95, par. 1 of the law), or for lodging appeal from a decision relating to an opposi- 
tion, must be filed, in all cases, accompanied with proofs, in the month following 
the expiration of the normal opposition delay. The opposition or the appeal must 
be filed during the same term. (Same, art. 6.) 

The provisions of articles 142b, paragraphs 2 and 4 and 142d of the law for the 
protection of industrial property shall be applied by analogy to reinstatements to the 
former status called for by the terms of the present Ordinance. (Same, art. 7.) 

Reinstatement will not be granted if the unobserved term had lapsed prior to 
August 27, 1939. Independently of the date of the removal of the obstacle, requests 
for reinstatement must be filed at the latest within the six months following the 
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coming into effect of the present Ordinance. After the expiration of this term, it 
will be necessary to apply the provisions of article 6 of the present. This extended 
term shall not be applied to oppositions. (Same, art. 8.) 

In all matters of industrial property in process of administrative proceedings, 
where the necessary notifications cannot be made to the interested parties, by reason 
of exceptional circumstances, the proceedings will be suspended until the party re- 
quests their resumption. If the agent appointed according to article 76 of the law 
for the protection of industrial property requests the suspension of proceedings, he 
shall not pay, in his official capacity, the taxes relating to the administrative activity. 
These taxes shall be paid by the party, if it requests continuance of the proceedings. 
(Ordinance of June 11, 1942, art. 4.) 

As long as the Bulletin O fficiel of industrial property (Glasnik) provided for by 
article 79 of the law on industrial property, shall not have resumed publication, the 
orders and advices in the matter of patents, designs or models, and trade-marks 
provided by the said law, will be published in the Journal Officiel. (Same, art. 5.) 


Reciprocity 


No provision on this subject appears in the Ordinance. We must, therefore, 
assume that the benefits accorded thereby are available to every person who finds 
himself in the conditions described. 


LUXEMBOURG 
Extension of Terms 


a. Priority 


The period of priority of twelve months provided for, in favor of patent applica- 
tions, by the Union Convention for the protection of industrial property, may, on 
application in each case, be extended by twelve months, as far as concerns the juris- 
diction of the Chief of Civil Administration of Luxembourg. (Ordinance of May 
12, 1942, sect. 2, par. i.) 

Applications must be addressed until June 30, 1943, to the said Chief of the Civil 
Administration (“Referat 1 Patent.’’) 


b. Other Terms 


An extension effective until June 30, 1943, inclusive, is granted, without addi- 
tional payment or fine, for the payment of patent annuities in arrears, which would 
have been due, or should have been paid in the period between September 1, 1939 
and June 30, 1943. This concession shall have a retroactive effect as to the payment 
of annuities in arrears, already effected since September 1, 1939. (Ordinance of 
July 28, 1941, sect. Ordinance of May 12, 1942, sect. 1.1.) 


Reciprocity 


Although no provision in this respect appears in the Ordinances, we believe we 
can assume that the above benefits are accorded to each and all. 
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Miscellaneous 


The patents, issued under the terms of the law of June 30, 1880, which expired 
after September 30, 1940 following the expiration of the period of protection of 15 
years, or which would have expired for this reason after the promulgation of the 
Ordinance of May 12, 1942, will remain in force beyond the said period of 15 years. 
(Ordinance of May 12, 1942, sect. 1, par. 1.) 

This concession will be granted only on written request, addressed by the last 
owner of the patent to the Chief of the Civil Administration, “Referat 1 Patent.” 
(Same, par. 2.) 

If the request is accepted, there will be inscribed in the patent register a note rela- 
tive to the restoration of the patent. 

The patent will regain its validity three months after the recording of the said 
note. (Same, par. 3.) 

Persons who have used the invention protected in the interval between the ex- 
piration of the patent and its restoration shall not have the right to continue the 
exploitation. (Same sect. 2, par. 1.) 

Products whose manufacture has been begun or terminated in the interval be- 
tween the expiration of the patent and its restoration may continue to be put on the 
market, kept in storage and made use of. (Same, line 2.) 

Every license granted up to the expiration of the patent shall be extended to the 
period of extension. The licensee will, nevertheless, rescind the contract for the 
period of extension in the six months following the coming into effect of the Ordi- 
nance. (Same, sect. 3.) 

No patent annuity shall be due for the period subsequent to the expiration of the 
term of 15 years. (Same, sect. 3.) 

The Chief of Civil Administration shall fix the moment of expiration of patents 
prolonged or restored under the terms of the Ordinance. (Same, sect. 5.) 


MOROCCO (French Zone) 


Extension of Terms 


All terms fixed by the laws, regulations and international conventions in force and 
relating to the acquisition and maintenance of industrial property rights, particu- 
larly in the matter of patents, trade-marks and industrial models and designs not 
having lapset by August 21, 1939, are extended to a date which will hereafter be 
fixed by proclamation. This proclamation will also fix the conditions under which 
the back taxes may be paid and under which the formalities that remain to be ar- 
ranged can be carried out. (Decree of March 31, 1941, art. 1.) 

The rights of a third party who shall have done acts of lawful exploitation during 
the period between January 1, 1940 and September 12, 1940 are reserved. (Decree 
of October 25, 1940, art. 2.) 


Moratorium 


seginning with September 2, 1939 and until the date to be subsequently fixed 
by decree, the terms during which patent annuities may be paid are suspended for 
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the benefit of soldiers belonging to units of the army or the territory, persons be- 
linging to groups composed of men of the two last classes, freed from military service 
and for reserves, as well as for the benefit of business corporations, all members of 
which or the managers of which belong to the same groups. The conditions in which 
these annuities will be paid after the cessation of hostilities will be fixed hereafter. 
(Decree of December 23, 1939, art. 2.) 

Up to a date which shall be subsequently determined, patent applications or 
certificates of addition of persons herein enumerated or in their names, can be filed 
without the preliminary payment of legal taxes. The patents will not be issued, but 
the applicant shall have the right to pay the said taxes at any moment in order to 
secure delivery. If, within the term and in the conditions which shall be fixed after 
the cessation of hostilities, the taxes have not been paid, the patent applications in 
question shall be deemed null and void and the documents filed destroyed, unless 
they have been claimed by the applicants or by their attorneys within the term which 
will have been granted them. (Decree of December 23, 1939, art. 3.) 


Payments For or By Enemies—Treatment of Enemy Property and 
Rights Belonging to Enemies 

Under the conditions of reciprocity prescribed in No. 8 of article 15 of the French 
decree of September 1, 1939, authority is given for acts necessary for the preservation 
of industrial property rights and acts necessary to permit enemy subjects and persons 
located in the metropolitan or colonial territory of a State to have their rights vali- 
dated before the French tribunals of Morocco, without prejudice to the application 
of regulations respecting the treatment in the French zone of property, rights and 
interests of the said subjects and persons. (Decree of September 13, 1939, art. 14.) 

Persons residing in the French zone of Morocco, under the terms of the vizier’s 
decree of September 13, 1939, relating to the prohibition of intercourse with the 
enemy, are authorized to fulfill in enemy territory or territory occupied by the enemy, 
whether directly or by attorney, all the formalities, and to perform all the obligations 
necessary for the preservation or acquisition of rights in industrial property. For 
the payments required to be made for this purpose, they will have to fulfill the for- 
malities and obtain the authorizations prescribed by the legislation in force at the 
date of the transaction, as regards payments to be effected abroad. Communications 
which they are obliged to transmit to enemy territory or territory occupied by the 
enemy in consequence of the authority granted by the present article shall be ad- 
dressed through an intermediary located in a neutral country and shall be approved 
in advance by the Director-General of Economic Affairs, who shall affix his vise. 
Under reciprocity provisions persons reputed to be enemies under the terms of 
article 1 of the vizier’s decree of September 13, 1939 are authorized to fulfill in the 
French zone of Morocco, either directly or by attorney, all formalities and to comply 
with all the obligations necessary for the preservation and acquisition of industrial, 
property rights. (Decree of December 22, 1939, arts. 1 and 2.) 


Reciprocity 
The provisions relative to the extension of terms shall inure to persons other 
than those considered as subjects of Morocco by article 8, line 2, of the decree of 
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June 23, 1916 in so far as their countries grant reciprocity to the said subjects. 
(Decree of October 25, 1940, art. 4.) 


Miscellaneous 


At the request of interested parties, and on payment oi a tax of 100 francs into 
the Treasury, the issuance of patents not containing any claim of convention priority 
may be deferred till a date to be fixed by decree. 

The request may be filed after the deposit of the patent and may include even 
patents filed with the request of postponement of delivery for one year. (Decree of 
March 31, 1941, art. 2.) 


NETHERLANDS 


Extension of Terms 


The terms provided for by articles 7, paragraph 2, paragraph 1; 2, paragraph 1; 
8A, paragraph 1; 27, paragraphs 1 and 49, paragraph 1 of the patent law, which 
were running on May 10, 1940, or which began to run after that date, are extended 
by three months. (Ordinance of May 23, 1940, art. 2.) 

If the said terms lapsed between September 1, 1939 and May 10, 1940, they will 
be restored beginning with the latter date and extended by three months. (Ordinance 
of May 23, 1940, art. 2.) 

The President of the Patent Council Board is authorized to extend the 
terms here, under condition to be fixed by him. (Same, art. 4.) 

The terms mentioned in article 2 of the Ordinance of May 23, 1940, which were 
running on May 10, 1940, are subject to a new extension of three months. (Decree 
of August 28, 1940, art. 3.) 

These terms which come to an end, thanks to the extensions granted by the said 
decrees, between November 10, 1940 and February 9, 1941, are subject to a new 
extension of three months. (Decree of November 27, 1940, art. 1.) 

The terms fixed by article 3 of the said Ordinance are also subject to a new ex- 
tension of three months. (Decree of August 28, 1940, art. 4.) 

These terms are subject to a third extension of three months. (Decree of Novem- 
ber 27, 1940, art. 2.) 


Moratorium 


The payment of taxes due under the terms of article 21 of the patent law and 
article 17 of the Regulations (filing tax) will not be required till November 1, 1940 
at the latest. (Decree of August 28, 1940, art. 1.) 

Notwithstanding the provisions of article 21 (a) of the patent law, applications 
filed after August 14, 1940 without a simultaneous payment of the taxes prescribed 
by the law or by the regulations will be considered, nevertheless, as having been 
duly deposited on the date of their filing. These taxes must be paid before November 
15, 1940. (Same, art. 2.) 

Notwithstanding article 35, paragraph 1, of the said law, the additional fees 
therein mentioned will not be required till three and four months, respectively, after 
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the expirations fixed in article 12, paragraphs 3 and 35, paragraph 1 of the law. 
(Same, art. 5.) 

Notwithstanding article 25, paragraph 1, of the said law, a patent application, 
the publication of which has been ordered by an appeal section will be considered 
as having been withdrawn only when the payment prescribed by this article has not 
been effected in the three months following the decision of the appeals section. 
(Same, art. 6.) 

Reciprocity 


No provision. We must therefore assume that foreigners are treated as nationals. 


Miscellaneous 


No person who may have deposited funds with the Patent Office for the purpose 
of paying the taxes due under the terms of the law or of the regulations on patents 
shall be able to use these funds for another purpose. (Ordinance of May 23, 1940, 
art. 1.) 

The President of the Patent Council is authorized to make all necessary decisions 
in all cases where exceptional circumstances would prevent the normal application 
of the law in the matter of industrial property. (Same, art. 5.) 


NORWAY 


Extension of Terms 


a. Priority Terms 

The period of priority established for patent applications by the international 
treaties cited in article 45 of the Patent Law, is extended to 24 months, on condition 
that it had not lapsed on September 1, 1939. The right of exploitation may begin in 
the course of the period thus extended. (Law of March 15, 1940, art. 1.) 

Persons who shall have filed a patent application in Norway, after the expiration 
of the normal priority period, but before March 15, 1940, shall preserve their right of 
priority in spite of the said extension of period. Persons who, in the interval com- 
prised between the rejection of a patent application and March 15, 1940, shall have 
filed an application for securing protection for the same invention shall preserve 
their priority right in spite of the rights that may have arisen under the terms of the 
provisions relating to the moratorium and to the extension of the period granted to 
provide appeal after rejection of the patent. No right of exploitation which shall 
have been acquired in the said interval will be affected by the said provisions. (Same, 
art. 4.) 

The supplementary period of priority granted, in the matter of patents, by the 
emergency law of March 15, 1940 shall not in any case be considered as having ex- 
pired before July 1, 1942. If a patent application is filed after the expiration of the 
normal priority period, the annuities and the extended duration of the patent shall 
be calculated as if the application had been filed the last day of the period, but at 
the latest on December 31, 1940. (Ordinance of December 16, 1941, sect. 1.) 

The priority period established for the registration of trade-marks and designs 
and models by the international treaties mentioned in article 30 of the law on trade- 
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marks and by article 32 of the law of designs and models is extended, if it falls within 
the period between April 9, 1940 and June 29, 1942 inclusive, to June 30, 1942. 
(Ordinance of December 16, 1941, art. 1.) 


b. Other Terms 

The terms granted by section 14 of the patent law for the payment of patent 
annuities are extended to June 30, 1942, if they fall within the period between April 
9, 1940 and June 29, 1942, inclusive, on condition that the Patent Office finds, after 
examination of each particular case, that circumstances arising from the war have 
prevented the prompt payment of the said taxes. The last delay accorded by article 
15 of the patent law (as modified by the law of August 8, 1924) for depositing with 
the Patent Office an application for establishing of a patent, is extended, if it falls 
within the period between September 1, 1940 and June 29, 1942, inclusive, until June 
30, 1942. (Ordinance of December, 1941, relating to patents, sects. 2 and 3.) 

The term granted for filing an appeal under the terms of article 31 of the patent 
law is extended for six months, on condition that it had not lapsed on September 1, 
1939 and that failure to observe it has been caused by circumstances due to the war. 
The decision as to whether the conditions required for the said extension are fulfilled 
shall be made by the President of the Committee of the second division of the Office, 
before which the case is pending (law of March 15, 1940, art. 5). This term is ex- 
tended in such a way as not to be considered, in any sense, as having expired before 
July 1, 1942. (Ordinance of December 16, 1941, relating to patents, sect. 4.) 

The terms which section 12 of the trade-mark law and section 7 of the law of de- 
signs and models have fixed for the payment of renewal taxes are extended to June 
30, 1942 if they expire within the period between April 9, 1940 and June 29, 1942, 
on condition that the Patent Office finds, after examination of each particular case, 
that conditions due to war have prevented the prompt payment of the said taxes. 
(Ordinance of December 16, 1941, relating to marks, designs and models, sect. 2.) 


Moratorium and Restoration to the Former Status 


It will be possible to waive, wholly or in part, the tax of 100 crowns provided by 
article 15 of the patent law for the restoration of a patent that has lapsed, if the appli- 
cation is motivated by circumstances due to the war. Applications for this purpose 
duly documented, shall be filed at the same time as the application for restoration. 
They shall be examined by the authority competent to pass upon the question of 
restoration. The restoration shall be subject to the condition that the part of the tax 
which remains to be paid shall be disbursed to the Office of Industrial Property 
within the two months following the day when the Office shall have communicated 
its decision to the applicant. (Law of March 15, 1940, art. 3.) 

If a patent application, the disclosure of which has been made after July 1, 1939 
is rejected because the tax provided for by article 26 of the patent law (issuance tax) 
has not been paid in the time prescribed, and such default is due to circumstances re- 
sulting from the war, the applicant will still be able to pay the tax during the six 
months following the expiration of the period fixed for this disclosure, and the re- 
jection shall be considered as not having occurred. The question as to whether the 
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conditions necessary for accepting the tardy payment are fulfilled shall be decided 
by the Director of the Office, in agreement with the Committee of the first section of 
the Office which made the decision relating to the rejection of the application. (Same, 
art. 4.) This term of six months is extended in such a way as not to be considered 
as having expired before July 1, 1942. (Ordinance of December 15, 1941, sec. 4.) 


Reciprocity 


The extension of priority periods in the matter of patents, marks and designs 
is applicable to residents of a foreign country only if the latter country accords the 
same privilege to Norwegians. It rests with the King to decide in what countries 
this condition exists. (Law of March 15, 1940, art. 2; Ordinance of December 16, 
1941, relating to trade-marks, designs or models, sect. 1.) It has been decided 
hitherto, to our knowledge, that this advantage may be claimed by German, Swedish, 
Danish and Dutch subjects. 


NEW ZEALAND 


See mutatis mutandis, “Great Britain” (provisions of the corresponding Regu- 


lations, dated September 26, 1939). 


PALESTINE 


See mutatis mutandis, “Great Britain.” 


POLAND (General Government of) 
Extension of Terms and Moratorium 


All the terms relating to the matters envisaged by the Ordinance of March 22, 
1928, granted by the law, by international conventions or by interested officials, and 
not having lapsed on August 26, 1939, are extended to September 1940. (Ordinance 
of April 23, 1940, sect. 2.) 

The date of expiration of patent annuities and periodic taxes relating to models 
and trade-marks, which had not lapsed on August 26, 1939, is advanced to June 30, 
1940. 

No supplementary tax shall be imposed for the tardy payment of a tax on patents, 
models or marks, if this payment is effected on June 30, 1940 at the latest. (Same, 
sect. 4.) 

Restoration to Former Status 


Every person who has been prevented by extraordinary circumstances from ob- 
serving, as regards the Warsaw Patent Office, a term or a respite, the omission of 
which results in damage under the patent, models or trade-mark law, shall be re- 
stored to his former status on request. The term for filing an application of the char- 
acter mentioned and for performing the omitted act covers two months counting 
from the removal of the obstacle. It lapses at the latest two months after April 23, 
1940. Applications must point out the facts on which they are based and the means 
proper to verify these facts. Decision on this matter will be made by the section of 
the Patent Office before which the omitted act is to be consummated. This will be 
final. The restoration to the former status will not be necessary if the damage has 
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already been removed by virtue of the extensions of terms and of the moratorium 
above mentioned. (Same, art. 5.) 


Treatment of Enemy Property and Rights Belonging to Enemies 


If an enemy State, as regards industrial property rights or rights of authors valid 
on the territory and belonging to subjects of the Reich, to enterprises of the Reich or 
to the subjects of the general Government, takes special measures different from 
those applicable to nationals, the Director of the division of justice in the Governor- 
General’s office may take measures in reprisal. This will also apply to cases where 
an enemy State imposes special limitations to the acquisition of industrial property 
rights or rights of author on the part of subjects of the Reich, enterprises of the Reich 
or of subjects of the general government. (Ordinance of August 31, 1940, sect. 36.) 

In applying these principles and in view of the Acts and Orders of Great Britain 
(September 21, 1939), Canada (October 27, 1939), South African Union (Feb- 
ruary 15, 1940), Australia (No. 66 of 1939), and New Zealand (April 10, 1940), 
measures of reprisal have been taken, by virtue of the Ordinances mentioned of 
October 16, 1940 and July 26, 1941, to which we refer, as to details. 


Reciprocity 
No provision. It is, therefore, to be assumed that foreigners are assimilated with 
nationals. 


SLOVAKIA 
Extension of Terms 


The priority of periods under the International Convention are extended to 
December 31, 1942 on condition that they had not lapsed before March 14, 1939. 
This provision does not apply to priority rights which will not expire before De- 
cember 31, 1942. (Sect. 1 of the Ordinance of January 22, 1942.) 

Owners or applicants for patents, designs and trade-marks may claim the right 
of priority even though the filing, issuance or registration may have taken place in 
Slovakia, without a claim or without the recognition of this right. (Same, sect. 2.) 

Applications seeking the recognition of a right of priority, filed before the com- 
ing into effect of the present ordinance, on fulfilling the conditions of section 1, shall 
be received, if no decision has been reached in the meantime, as filed under the provi- 
sions of this Ordinance. (Sect. 3.) 


Reciprocity 
The above provisions shall not be applicable to foreigners except by reciprocity. 


The question whether this exists shall be decided by the Ministry of Economy in 
conjunction with the Ministry of Foreign Affairs. (Same, sect. 4.) 


SWEDEN 


Extension of Terms 
a. Priority Periods 
=. Law No. 924 of November 1, 1940 provides that the King may decree in case the 
= country should be in war or in danger of war or in any other exceptional circumstan- 
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ces due to war, the total or partial application of its provisions. The effects of the law 
were successively extended to June 30, 1943 and further extension is to be presumed. 

Every decree issued under the terms of article 1 of the law may grant a definite 
extension of periods of priority. It may prescribe that the duration of validity of a 
patent be deemed, in consequence, to begin with the expiration of the term thus ex- 
tended. The benefit of these provisions may be subject to the condition that the 
applicant request it in writing of the Appeal Section of the Patent Office. The pro- 
visions relative to requests for examination of an application or the restoration of a 
patent (See below on the “Restoration to the Former Status”), will be applied 
similarly to applications for obtaining the extension of the period of priority. (Law 
No. 924, of November 1, 1940, arts. 14 and 15.) 


b. Other Terms 


Every decree of the nature described may fix a definite extension of the term for 
paying patent annuities, with the largest extra fees prescribed by article 11 of the 
patent law. The King shall decide that, if an annuity is paid within the term thus 
extended, there shall be due a special tax of 25 crowns. (Same, art. 11.) 

The decree may prescribe that no account shall be taken, as to actions for ob- 
taining authorization to exploit an invention, notwithstanding the patent, of such or 
such fixed period in reckoning the term of three years in which the patentee must 
exploit the invention, provided the actions shall have been begun after the coming 
into force of the decree. (Same, art. 13.) 


Restoration to the Former Status 


At the request of the applicant or of his attorney, every application for a patent 
cancelled, invalidated or annuled may be remanded for examination (a) if it has been 
annulled under the terms of article 5, paragraph 2, or article 6, paragraph 2 of the 
patent law, and the term for renewing the application has expired, under the terms 
of article 7, paragraph 3 of the said law; (b) if it has been invalidated or rejected, 
by a decision that has become executory, following the failure on the part of the 
applicant to observe the provisions of article 8 of the said law. (Same, art. 2.) 

Patents issued following the remanding for examination of an application shall 
not be opposable by persons who have exploited the invention in the Kingdom, after 
the annulment, invalidation or rejection of the patent application, but before the filing 
of the request to remand it for examination, or who have taken essential measures in 
view of the exploitation. (Same, art. 3.) 

In case of lapse of a patent due to failure to pay an annuity, the patentee or his 
attorney may obtain the restoration of the patent, on condition that the application 
is filed before the expiration of the normal term of validity of the patent. A patent of 
addition may also be restored, if the same measure has been taken in favor of the 
principal patent. The reservation of rights of third parties herein is valid also with 
respect to restored patents. (Same, arts. 4 to 6.) 

Requests for remanding for examination of an application or the restoration of a 
patent must be made in writing (by attorney, if the applicant is domiciled abroad) 
to the Appeal Section of the Patent Office within the terms fixed by the King. I+ 
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will be necessary to attach the taxes due (with the prescribed surtaxes, if due) and 
the omitted reply, as well as (if the request comes from a person other than the 
patentee) the justification of the transfer of the right. (Same, art. 7.) 

The King may require, in his decree, that the request be accompanied by a special 
tax of 25 crowns. Furthermore, the acceptance of a request shall be subject to the 
condition that the applicant may be regarded as having had, due to the war, the 
danger of war or exceptional circumstances due to war, legitimate excuses for failure 
to carry out the obligations incumbent upon him. (Same, art. 8.) 

If the request for remanding for examination the application for an invalidated 
or rejected patent by a decision of the Appeal Section of the Patent Office which 
has become executory, the latter will suggest to the applicant an appeal before the 
King, during the two months following the date to which the remanding for examina- 
tion has been assigned from the said former decision. In all other cases, the appeal 
section shall remand the matter to the Patent Office, in order that it may carry out 
the instructions or the examination. (Same, art. 9.) 

If the Appeal Section finds that a request for a reexamination of a patent applica- 
tion or restoration cannot be received, it shall so advise the applicant, with a state- 
ment of reasons, and the applicant will be able to appeal to the King within the two 
months counting from the date of the decision. Failing this, the matter will be 
deemed closed. (Same, art. 10). 


Reciprocity 


The provisions regarding the remanding for examination of patent applications 
cancelled, invalidated or rejected, the restoration of patents and the extension of 
terms for paying annuities or for exploiting patents will be applicable, wholly or 
in part, to citizens of a foreign State only in cases where privileges deemed equivalent 
by the King are granted in such State to Swedish subjects. Provisions relative to 
the extension of priority periods will be applicable, wholly or in part, in relations 
with a foreign State, subject to reciprocity. There will be assimilated to the citizens 
of a foreign State persons domiciled in such State, or who possess therein an actual 
and bona fide industrial or commercial establishment. (Same, art. 1.) 

The provisions of this emergency law have been made applicable to the citizens 
of the following countries : 

Belgium, Denmark, Finland, France, Germany and the Protectorates of Bohemia 


and Moravia, Great Britain and Northern Ireland, Netherlands, Norway, Sweden 
and Switzerland. 


SWITZERLAND 


Extension of Terms 


The following terms will expire on December 31, 1941: 

(1) those of articles 1 to 5 of the decree of March 4, 1938 granting a mora- 
torium, in the matter of industrial property, to persons established in Spain ; 

(2) those of article 1 of the decree of September 29, 1939, extending by extra- 
ordinary provision, certain terms in the domain of the protection of industrial 
property. The Decree of September 29, 1939 extended the priority periods for 











40 WAR MEASURES OF FOREIGN COUNTRIES 


patents on design applications, terms for the payment of annuities, on other pro- 
cedural terms in patent, design or trade-mark matters. 
The non-observance of terms coming to an end on December 31, 1941 or later 


is regulated by the patent law or by the executory decree. (Decree of June 25, 1941, 
arts. 1 and 2.) 


Moratorium 


A respite may be granted for the payment of annuities on patents if the working 
of the patent is made very difficult as a result of the war and if the holder of the 
patent is in a situation such that he cannot be required to observe the legal term of 
payment (art. 12 of the patent law). The application for respite must be presented 
in writing to the Bureau of Intellectual Property before the expiration of the legal 
term of payment and must make it appear truthful that the conditions of the respite 
are fulfilled. 

If the patent has lapsed after December 30, 1941 because the legal term for pay- 
ment has expired without having been utilized, the respite may still be applied for 
up to September 30, 1942; if the application is admitted, the patent is considered 
as not having lapsed. (Decree of June 26, 1942, arts. 1 and 2.) 

The respite is granted for one year counting from the expiration of the legal term 
for payment. It comes to an end on the first anniversary day of the expiration of 
the legal term for payment following September 30, 1942. If, after the granting of 
the application for respite, another annuity was still to be paid before September 30, 
1943, this annuity will benefit also, in full right, from the respite until the same anni- 
versary day. The respite may be extended each time by one year, on condition that 
the application has been filed before the expiration of the current term, and that, each 
time the existence of the conditions stated in article 1 is made to appear truthful. 
(Same, art. 3.) 

The Bureau of Intellectual Property decides on the application for respite. 
Appeal of administrative law to the Federal Tribunal is available from a decision of 
the Bureau rejecting the application. Counting from the communication of the de- 
cision of the Bureau or the Federal Tribunal rejecting the application, a term of 
30 days’ grace is still available in favor of the patent holder, either for the payment of 
lapsed annuities, or, if the patent had already lapsed before the filing of the applica- 
tion, to file an application for restoration. (Same, art. 4.) 

If the annuities subject to the respite are not paid before its expiration, the patent 
lapses; there are reserved article 17 of the patent law (revalidation), as well as 
articles 3 and following (restoration to the former status) and 13 of the decree of 
the Federal Council of June 25, 1941 on the extraordinary measures taken in the 
field of the protection of industrial property. (Same, art. 5.) 

Annuities already paid are not refundable. (Same, art 6.) 

If the patent is assigned to a third party, or if a license is granted, it is necessary, 
in order that these modifications may be recorded in the patent register, that not 


only the recording taxes, but also the annuities subject to respite, shall have been 
paid. (Same, art. 7.) 
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Restoration to Former Status 


On request, there will be restored to his former status he who, because of extra- 
ordinary circumstances resulting from the European war, is prevented from ob- 
serving : 

1. the term for the payment of taxes for the second year of the patent, or one 
of the following years: 

2. the term for the payment of taxes due for the restoration of a lapsed patent ; 

3. the term for the payment of taxes for the second or the third period of pro- 
tection of the deposit of industrial designs or models ; 

4. priority periods relating to patents of invention and to designs or industrial 
models ; 

5. the term for the filing of complete documents in support of priorities claimed 
before the issuance of the patent ; 

6. the term for the regularization of notification in the matter of patents of in- 
vention, industrial designs or models and trade-marks ; 

7. the term for the reestablishment of a patent application, an industrial design 
or model or trade-mark rejected because of non-observance of the term; 

8. the term for administrative appeal from the decision of the Bureau of Intel- 
lectual Property in the matter of patents, designs or models, and trade-marks ; 


9. the term within which may be instituted the action for assignment (art. 20 of 
the patent law) ; 


10. the term for filing an application for restoration. 

The restoration does not apply to cases where the term expired before August 
27, 1939 by virtue of ordinary legislation. (Decree of June 25, 1941, art. 3.) 

The application for restoration must be presented in writing within two months 
counting from the day when the obstacle is removed (this delay, however, does not 
end prior to December 31, 1941), to the authority before whom the unfulfilled act 
would have been executed. The application should indicate the facts on which it 
is based, especially the day on which the obstacle arose and the one on which it was 
removed, as well as means appropriate to establish these facts; supporting docu- 
ments must, as soon as possible, be attached to the application. At the same time, 
the omitted act must be executed. 

When the applicant is domiciled abroad, the said term of two months is con- 
sidered observed if the order and the necessary documents have been dispatched, 
before the expiration of the term, to the Swiss agent and if the latter has presented 
the application to the competent authority at the latest within twenty days counting 
from the receipt of the documents; in this case, the application must indicate also 
the date of the forwarding of the documents by the applicant and the date of their 
receipt by the agent, as well as the data necessary to prove that these dates are cor- 
rect. The authority before whom the omitted act should have been executed decides 
as to the request for restoration. The applicant may avail himself, in case of a re- 
jection, of the means provided by the ordinary legislation. 

The acceptance of the application has the effect of restoring the situation as it 
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would have existed if the act had been executed at the proper time. (Same, arts. 
4-6.) 

For the restoration (art. 17 of the patent law) of a patent that has lapsed through 
failure to pay several annuity taxes in time, but one restoration tax will have to be 
paid ; the amount of this tax will be the same as the smallest of the lapsed annuities, 
but at least 50 francs. The restoration taxes which, at the moment of coming into 
effect of the present decree had already been paid under the terms of ordinary legis- 
lation, are not refundable. (Same, arts. 13 and 14.) 


Reciprocity 


Foreigners domiciled abroad may invoke the provisions of the present decree 
if the State of which they are subjects or in which they possess a bona fide establish- 
ment, grants to Swiss citizens, at the time when the application is filed, privileges 
substantially equivalent. The Department of Justice and Police decides in final 
fashion whether there is reciprocity in the aforesaid sense. (Decree of June 25, 1941, 
arts. 11 and 12.) 


The said Department has held that the countries named below grant Swiss citi- 
zens equivalent advantages : 


Decision of August 8, 1941: 
The United States (only for the terms relating to the payment of patent annuities). 


Decision of October 16, 1941: 
Germany and the Protectorate of Bohemia and Moravia 
Australia 
Belgium 
Canada 
Denmark 
Finland (as concerns the terms still effective June 16, 1941) 
France, with Algeria and all the Colonies 
Great Britain, with the following Colonies: Hong Kong, Tanganyika, Mauritius, 
Kenya, Zanzibar, Gambia, Gold Coast, Guiana, Trinidad and Uganda 
Hungary 
Litchtenstein 
Luxembourg 
Norway 
New Zealand 
Palestine 
Sweden 
Syria and Lebanon 


Decision of October 28, 1941: 
Morocco (French zone) 
Tunis 


The decree of June 26, 1942 reads as follows: “Foreigners established abroad 
may invoke articles 1 to 4 and 8. These articles concern the moratorium sum- 
marized above that the procedural terms discussed hereafter were “Miscellaneous,” 
if the State of which they are citizens or in which they possess a bona fide establish- 
ment is among those for which the Department of Justice and Police has held that 
reciprocity existed within the meaning of article 11 of the decree of June 25, 1941. 
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Miscellaneous 


According to article 8 of the patent law, the patent cannot be availed of against 
one who, between the last day of the legal term of reinstatement (art. 17 of the said 
law) and the day when the application for restoration was filed, has, in good faith, 
exploited the invention in Switzerland, or made special preparations to exploit it. 
This provision is applicable by analogy when a deposit of a design or model is 
restored to force. (Decree of June 25, 1941, art. 7.) 

According to article 8 of the said law, the patent cannot be availed for against 
one who, between the last day of the legal priority period (extended, in the given 
case, according to art. 1) and the day of filing the patent, has, in good faith, exploited 
the invention industrially, or has made special preparations to exploit it. (Same, 
art. 8.) 

According to article 8 of the said law, the patent cannot be availed of against 
one who, between the last day of the term of reinstatement (art. 32 of the executory 
regulations for the patent law) and the day when the request for restoration was 
filed, has, in good faith, exploited the invention industrially in Switzerland or made 
special preparations to exploit it. (Same, art. 9.) 

Tribunals competent under article 49 of the said law decide on the right of ex- 
ploiting the invention according to the above provisions. (Same, art. 10.) 

The Bureau of Industrial Property is authorized to establish at option terms in 
the notification procedure in the matter of patents, and, at need, to prolong the terms 
without the payment of taxes. (Decree of June 26, 1942, art. 8.) 


TUNIS 


Extension of Terms 


All the terms fixed by the laws, regulations and international conventions in 
force relating to the acquisition and maintenance of industrial property rights, es- 
pecially in the matter of patents, trade-marks, designs and models, not having expired 
on August 21, 1939, are extended to the date which will later be fixed by decree. 
This decree will also fix the conditions under which the back taxes and the for- 
malities remaining to be accomplished shall be carried out. (Decree of May 1, 1941.) 

The rights of third parties who shall have performed lawful acts of exploitation 
in the period between January 1 and November 26, 1940, are reserved. (Decree of 
November 21, 1940, art. 2.) 


Moratorium 


Beginning on September 2, 1939 and up to the date to be later fixed by decree, 
the terms during which patent annuities may be paid are suspended for the benefit 
of soldiers belonging to the groups envisaged by article 11 (line 1 and 3E) of the 
law of July 11, 1938 on the organization of the nation in time of war, made appli- 
cable for Tunis by the decree of September 29, 1938, or of commercial bodies, all 
the members of which, or their managers, belong to the same (military) groups. 
The conditions under which these annuities shall be paid after the cessation of hos- 
tilities will be fixed subsequently. (Decree of January 4, 1940, art. 2.) 
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Up to a date to be fixed hereafter, patent applications or requests for certificates 
of addition made by the persons specified here or in their name, may be filed without 
the preliminary payment of lawful taxes. The patents will not be issued ; however, 
the applicant will have the privilege of paying the said taxes at any moment in order 
to obtain issuance. If, within the term and under conditions which will be fixed 
after the cessation of hostilities, the taxes have not been paid, the patent applications 
concerned shall be considered null and the documents filed destroyed, unless they 
have been reclaimed by the applicants or their attorneys within the term which will 
have been granted. (Same, art. 3.) 


Reciprocity 


The provisions relating to the extension of terms shall inure to the benefit of 
nationals of foreign countries only in so far as these countries grant reciprocity to 
French nationals. (Decree of November 21, 1940, art. 3.) 


Miscellaneous 


At the request of the interested parties, and by the payment of a tax of 100 francs 
into the Treasury, the issuance of patents not embodying any claim of convention 
priority will be deferred until a date to be fixed by decree. The application may be 
drawn up after the filing of the patent. (Decree of May 1, 1941, art. 2.) 








